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The JPO collaborates with Germany to expedite
the Patent examination Prosecution.

FEFIT RV LR EREREL

On October 19, 2007, the presidents of the Japan Patent Office and the German patent
and Trademark Office agreed to start the Patent Prosecution Highway program from March
2008 in which the standardizing of the procedures as well as sharing the information for
examinations is promoted and the examinations of patent applications from the partner country
are accelerated. When the patent technology which has been granted in the home country is
applied, the applications will be examined early with simple procedures, resulting in early
obtaining the examination report.

In the new program, when a company files an application for the patent granted in the
home country, the patent office of the home country will provide the partner office with the prior-
art search and the search report. This allows the partner office to examine the application
preferentially and to issue the examination report earlier. At the moment, Japan is negotiating
with Australian, Canadian, and European Patent Office for introducing the same program.

Regarding U.S., Korea, and U.K., the "Patent Prosecution Highway program" has already
been applied to.
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Japanese government about to sign a treaty against imitation,
while China stays out
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In order to sign with other developed countries a treaty that could put an end to the
damage caused by imitation goods and pirated edition, the Japanese government will participate
in a conference in Geneva before the end of the year. In a statement dated October 23, 2007, the
Ministry of Foreign Affairs and the Ministry of Economy, Trade and Industry expressed their
common will to join over thirty countries, including European countries and the USA, in the
conclusion of an international treaty preventing the circulation of fake brand goods and pirated
edition. However, since China, who is increasingly criticized for its attitude towards the
protection of intellectual rights, will not take part in the conference, the policy will be to urge the
Chinese government to join in so as to ensure the future efficiency of the treaty.

Participating countries in the conference include for the time being Japan, the USA, the
European Union, Swiss, New Zealand, Mexico, South Korea and Canada. These countries hope
to sign what is being temporarily called the "Treaty against the diffusion of imitation goods and
pirated edition".

Measures such as the prohibition of import and export of such goods, as well as their
confiscation at custom, are being considered in the treaty framework. The protection of
intellectual property depends on rules set by the World Trade Organization, but since regulation
1s left to the discretion of the authorities in each country, their enforcement, reflecting conflicts of

interests between developed countries and developing countries, is often minimum.
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The USPTO published Examination Guidelines for
determining obviousness.

KEFFEIRT BAMHMEEDH AR5/ %% (USPTO)

On October 10, 2007, U.S. Patent and Trademark Office (USPTO) published examination
guidelines to support examiners to determine obviousness in light of the KSR decision. Mr. John
Doll, Commissioner for patents, noted that the patent examiner would continue to consider the
following points:

1, the scope and content of the prior art,

2, the differences between the claimed invention and the prior art,
3, the level of person with ordinary skill in the art, and

4, objective evidence relevant to obviousness.

According to the guidelines, when examiners make obviousness rejection, rationale to
conclude obviousness should be still provided. In examining each case in view of obviousness,
there are used also the old guidelines for determining obviousness, as has been conventionally
used in the U.S. Court of Appeal for the Federal Circuit (CAFC). That is, when the so-called
"teaching, suggestion, and motivation test" (TSM-test) specifies the prior art, the claimed

invention will be deemed to be obvious.
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Whereas the guidelines noted that it is not obligatory to conduct the TSM-test. Even if the
TSM-test is not applicable to the claims being considered, there could be some cases that the
invention is obvious. The guidelines hereby avoid contradictory between the KSR decision and

itself.
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U.S. District Court issued a preliminary injunction enjoining
the USPTO from implementing the new rule.
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U.S. District Court of Virginia issued a preliminary injunction enjoining the United State
patent and Trademark Office (USPTO) from implementing the new rule regarding patent
examination. A major pharmaceutical company GlaxoSmithKleine in United Kingdom had filed a
complaint against the USPTO, seeking to enjoin from implementing the new rule.

The disputed new rule would limit the number of amendments for filed application as well
as the number of claims of a single invention. Aiming to improve quality and efficiency of the
patent examinations, the USPTO promulgated the new rule on August 2007 and would enforce
on November 1, 2007. Based on the preliminary injunction, the USPTO announced that the new

rule would not go into effect on November 1, 2007.
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Please Contact us if You have any Comments or Require any Information.

Please acknowledge that the purpose of our column is to providegeneral
information on the field of intellectual property,and that the description here does not
represent our legal opinion on a specific theme.

HARAKENZO World Patent & Trademark
Osaka Head Office

ADDRESS: DAIWA MINAMIMORIMACHI BLDG.
2-6, 2-CHOME-KITA, TENJINBASHI,
KITA-KU, OSAKA 530-0041, JAPAN

CABLE: KENZOPAT OSAKA

E-MAIL: kenzopat@mars.dti.ne.jp
WEBSITE: http://www.harakenzo.com
TELEPHONE: +81-6-6351-4384 (Key Number)

+81-6-6351-4397 / +81-6-6351-4374

+81-6-6351-4630 / +81-6-6351-4670
FACSIMILE: (GII, GIII)

+81-6-6351-5664 (Key Number)

+81-6-6351-2682 / +81-6-6351-5611

(GIV)

+81-6-6355-0986

A
HARAKENZO World Patent & Trademark
Tokyo Office
ADDRESS: WORLD TRADE CENTER BLDG. 21F
2-4-1, HAMAMATSU-CHO, MINATO-KU,
TOKYO 105-6121, JAPAN
E-MAIL: hara-tky@muse.dti.ne.jp
WEBSITE: http://www.harakenzo.com
TELEPHONE: +81-3-3433-5810 (Key Number)
+81-3-3433-5811 / +81-3-3433-5812
FACSIMILE: +81-3-3433-5281 (Key Number)
+81-3-3433-5286
For extension of business, we moved our Tokyo Office from the 12th floor to the
21st floor of the World Trade Center Building on August 1,2007. There are no
changes in the phone number, the facsimile number, and the like.
BRI ERSAIE. EHMED-H2007E8A 1 BIZ. REILRDI2BEL S521BEISBELE L.
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