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TOPIC
1. The JPO has started from October to accept
applications for a revised registration system of
non-exclusive license
․⸵ᐡ䇮䋱䋰䈎䉌․ቯㅢᏱታᣉᮭ⊓㍳ᐲ䈱
↳⺧ฃઃ䉕㐿ᆎ

2. Federal Appeals Court rejects a business model
invention due to lack of patentability
☨ㅪ㇌ប⸷ⵙ䇮䊎䉳䊈䉴䊝䊂䊦⊒䈱․⸵ᕈ䉄䈝

3. The EPO takes a step towards unification
regarding the patentability of computer programs
᰷Ꮊ․⸵ᐡ䇮䉮䊮䊏䊠䊷䉺䊒䊨䉫䊤䊛䈱․⸵ᕈ䈮䈧䈇䈩
⛔৻䈻

4. The JPO publishes a digest regarding the necessity of microorganism deposit, starts to gather
opinions from the public
․⸵ᐡ䇮ᓸ↢‛╬䈱ነ⸤ⷐุ䈮㑐䈜䉎㓸䋨᩺䋩䇮ᗧ㓸

The JPO has started from October to accept applications for a revised
registration system of non-exclusive license
․⸵ᐡ䇮䋱䋰䈎䉌․ቯㅢᏱታᣉᮭ⊓㍳ᐲ䈱↳⺧ฃઃ䉕㐿ᆎ
On October 1, 2008, the JPO (Japan Patent Office) started to accept applications for a revised
registration system of non-exclusive license, this revised registration system being established by a partial
revision of the Industrial Revitalization Law. In this regard, the Ministry of Economy, Trade and Industry
published in late September a set of guidelines regarding the specification of non-exclusive license.
This revised registration system of non-exclusive license is designed to protect the business activities
conducted by the non-exclusive licensees based on a non-exclusive licensing agreement (i.e. comprehensive
licensing agreement) in which the registration numbers of the patents or utility models to be licensed are not
specified. Thanks to the recording in the register of the particulars of each non-exclusive license agreement,
non-exclusive licensees are now able to exert a countervailing power against third parties, effective for example
when the non-exclusive licenser becomes bankrupt.
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Under the revised registration system, the particulars of each non-exclusive license agreement, such as
the name of the non-exclusive licenser, the registration date and the duration of the registration are disclosed to
the public, whereas the name of the non-exclusive licensee and information specifying the licensed patent (for
example manufacture and sales of semiconductor device) are disclosed only to the concerned parties, such as
the person who obtained the patent right of the non-exclusive licenser.
A registration system of non-exclusive license has existed for some time now, but the previous system
had been deemed largely inadequate for enterprises, since it was necessary to register and disclose information
such as the names of the non-exclusive licenser and licensee, the patent to be licensed and compensation for the
patent.
Reference websites:
(i) http://news.braina.com/2008/1011/rule_20081011_001____.html
(ii) http://www.jpo.go.jp/cgi/link.cgi?url=/tetuzuki/touroku/tokuteitujyojissikenseido.htm
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Federal Appeals Court rejects a business model invention
due to lack of patentability
☨ㅪ㇌ប⸷ⵙ䇮䊎䉳䊈䉴䊝䊂䊦⊒䈱․⸵ᕈ䉄䈝
In a rehearing appeal case filed against the decision of the United State Patent Office (USPTO)
according to which a business model invention using no computer is not patentable, the Court of Appeals for
the Federal Circuit (CAFC) issued a ruling rejecting the appeal on October 30, 2008, upholding the decision of
the USPTO.
In this case, the focus was on an application, filed by Mr. Bernard L. Bilski and Mr. Rand A. Warsaw,
related to a method for reducing the risks of price change in commodity trading, for example in the field of
energy. The application was rejected by both the USPTO and the appeal examiner on the basis that it did not
comply with patent requirements. The applicants therefore filed an appeal with the CAFC.
According to the US Patent Law Section 101, the CAFC used the "machine-or-transformation test" of
the US High Court in order to decide whether the invention is patentable subject matter or not. According to the
test, the invention should be described in the claims as relating to a specific machine or altering goods. The
CAFC concluded, on the basis of this test, that the issued business model had no patentability and rejected the
appeal, thus upholding the decision of the USPTO.
Reference websites:
(i) http://news.braina.com/2008/1104/judge_20081104_001____.html
(ii) http://www.itmedia.co.jp/news/articles/0810/31/news044.html
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The EPO takes a step towards unification regarding
the patentability of computer programs
᰷Ꮊ․⸵ᐡ䇮䉮䊮䊏䊠䊷䉺䊒䊨䉫䊤䊛䈱․⸵ᕈ䈮䈧䈇䈩⛔৻䈻
In order to unify the decisions issued during the Examination regarding the patentability of computer
programs in the European Patent Convention (EPC) countries, the President of the European Patent Office
(EPO) recently announced the referral of this question to the Enlarged Board of Appeal, the top policymaking
organization in the EPC. This announcement was made in view of the current lack of unity of decisions
regarding patentability.
This referral is related to the application of Articles 52 (2) and (3) of the EPC, which forbid the grant of
a patent to computer programs in themselves. In other words, it does not relate to the exclusion of computer
programs themselves from potentially patentable inventions, but to the setting of detailed conditions under
which the exclusion of computer programs from potentially patentable inventions is actually applied.
The EPO announced that, even if there is uncertainty on whether or not the claims as a whole
correspond to a computer program itself, thereby falling under the exclusion regulation, it will be explained in
detail how the features of each computer should contribute and associate to the technical character of the
claims. The results will clarify the limit of the patentability and will become an examination guideline. Benefits
for both the Examiner and the Applicant are expected, such as the acceleration of patent examination
procedures and the clarification of the subject matter to be applied.
The referral covers four fields. The first one relates to the category of the claims and the second one
relates to the borderline between patentability and unpatentability, in particular to how the claims as a whole are
interpreted. The third one relates to the individual features of the claims and the fourth one relates to the
definition of a person skilled in the art, which is considered as the basis in examination.
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The Enlarged Board of Appeal is not a department for examining individual cases, but for deliberating
on issues related to law and administration. The Enlarged Board of Appeal can also be referred to in order to
ensure uniform handling of applications during the Examination, as in the present case.
Reference website:
(i) http://internet.watch.impress.co.jp/cda/news/2008/11/04/21404.html
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㵘ᄢክ್ㇱ䈲䇮䇱䈱ઙ䉕ክℂ䈜䉎䈱䈪䈲䈭䈒䇮ᴺᓞ䊶ㆇ↪䈱㗴䉕ክℂ䈜䉎ㇱ㐷䈪䈅䉍䇮࿁䈱䉋䈉䈭ክᩏ䊶ክℂ
䈮䈍䈇䈩ਇ⛔৻䈫䈭䈦䈩䈇䉎ㆇ↪䉕⛔৻䈜䉎䈢䉄䈮䉅ክ್䈮ઃ䈘䉏䉎䇯
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The JPO publishes a digest regarding the necessity of microorganism
deposit, starts to gather opinions from the public
․⸵ᐡ䇮ᓸ↢‛╬䈱ነ⸤ⷐุ䈮㑐䈜䉎㓸䋨᩺䋩䇮ᗧ㓸
On November 12, 2008, the JPO published the "Digest regarding the necessity of microorganism
deposits" in order to clarify whether or not deposit is necessary for inventions related to microorganisms, and
will gather opinions from the public until December 12, 2008.
The publication of this digest had originally been suggested in the "Report on Intellectual Property
Strategy" published on May 2007 by the special research organization for intellectual property strategy in the
General Council on Science and Technology. The Report aimed to clarify whether or not a deposit is necessary
to obtain patent for a microorganism-related invention (including animal and plant cells) in the case that the
microorganism cannot be created based only on the specification of the patent application.
The digest was prepared based on the deliberations of the Investigative committee on patent
microorganism depositary system, held on June 2008, and of the First special committee on examination
standard of the Patent System Subcommittee of the Intellectual Property Policy Committee in the Industrial
Structure Council, held on November 2008.
The digest provides explanations regarding whether or not a microorganism (including microorganism,
plants and animals) should be deposited before filing an application based on the concrete case. Ten cases are
included in the digest: three of them are microorganism-related inventions, three are antibody-related
inventions, two are cell-related inventions and another two are animal-related inventions. Among these ten
cases, four required a deposit, while six did not.
Reference websites:
(i) http://news.braina.com/2008/1112/move_20081112_001____.html
(ii) http://www.jpo.go.jp/cgi/link.cgi?url=/iken/biseibutu_jirei.htm
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㵘․⸵ᐡ䈲䋲䋰䋰䋸ᐕ䋱䋱䋱䋲ᣣ䇮ᓸ↢‛╬䈮㑐䈜䉎⊒䈮㑐䈚䈩䇮․⸵ขᓧ䈱䈢䉄䈱ነ⸤䈱ⷐุ䉕⏕ൻ䈜䉎䈢䉄䈱䇸
ᓸ↢‛╬䈱ነ⸤ⷐุ䈮㑐䈜䉎㓸䋨᩺䋩䇹䉕ᚑ䈚䈜䉎䈫䈫䉅䈮䇮䈖䉏䈮ኻ䈜䉎䋱䋲䋱䋲ᣣ䉁䈪䈱ᗧ㓸䉕㐿ᆎ
䈚䈢䇯
㵘䈖䈱㓸䈲䇮ᤓᐕ䋵䈮䈘䉏䈢䇮✚ว⑼ቇᛛⴚળ⼏⍮⊛⽷↥ᚢ⇛ኾ㐷⺞ᩏળ䈱ႎ๔ᦠ䇸⍮⊛⽷↥ᚢ⇛䈮䈧
䈇䈩䇹䈮䈍䈇䈩䇮ᓸ↢‛╬䋨േᬀ‛䈱⚦⢩䉕䉃䋩䈮㑐䈜䉎⊒䈱䈉䈤䇮․⸵㗿䈱⚦ᦠ䈱⸥タ䈱䉂䈪䈲䈠䈱ᓸ↢
‛╬䉕ㅧ䈪䈐䈭䈇႐ว䈮ᓸ↢‛╬䉕ነ⸤䈜䉎ᐲ䈮䈧䈇䈩䇮․⸵ขᓧ䈱䈢䉄䈱ነ⸤䈱ⷐุ䉕⏕ൻ䈜䉎䈢䉄䈱
㓸䈫䈚䈩䇮ᚑ䊶䈜䉎䈖䈫䈏ឭ⸒䈘䉏䈩䈇䈢䉅䈱䇯
㵘䋶㐿䈱․⸵ᓸ↢‛ነ⸤ᐲ䈮㑐䈜䉎ᬌ⸛ᆔຬળ䇮䈍䉋䈶䋱䋱㐿䈱↥ᬺ᭴ㅧክ⼏ળ⍮⊛⽷↥╷ㇱળ․⸵
ᐲዊᆔຬળ╙㪈࿁ክᩏၮḰኾ㐷ᆔຬળ䈱ክ⼏䉕⚻䈩ᚑ䈘䉏䈢䇯
㵘㓸䋨᩺䋩䈪䈲䇮㗿೨䈮ᓸ↢‛╬䋨ᓸ↢‛䇮ᬀ‛䇮േ‛䉕䉃䋩䉕ነ⸤䈜䉎ᔅⷐ䈏䈅䉎䈎ุ䈎䈱್ᢿ䈮㑐䈚䈩䇮ౕ
⊛䈭䈮ၮ䈨䈒⺑䈏䈘䉏䈩䈍䉍䇮⚦⩶䈮㑐䈜䉎⊒㩷㪊䇮᛫䈮㑐䈜䉎⊒㩷㪊䇮⚦⢩䈮㑐䈜䉎⊒㩷㪉
䇮േ‛䈮㑐䈜䉎⊒㩷㪉䈱ว⸘㪈㪇䋨ነ⸤䈏ᔅⷐ䈭㪋䇮ነ⸤䈏ਇⷐ䈭㪍䋩䈏ឝタ䈘䉏䈩䈇䉎䇯
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㩿㫀㫀㪀㩷㪿㫋㫋㫇㪑㪆㪆㫎㫎㫎㪅㫁㫇㫆㪅㪾㫆㪅㫁㫇㪆㪺㪾㫀㪆㫃㫀㫅㫂㪅㪺㪾㫀㪖㫌㫉㫃㪔㪆㫀㫂㪼㫅㪆㪹㫀㫊㪼㫀㪹㫌㫋㫌㪶㫁㫀㫉㪼㫀㪅㪿㫋㫄
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Please contact us if you have any comments or require any information.
Please acknowledge that the purpose of our column is to provide general information on the field of
intellectual property, and that the description here does not represent our legal opinion on a specific theme.
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