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2. U.S. judicial precedent regarding the overcoming
of a rejection through commercial success
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3. A revision of the patent law brings an increase in
the number of plant seed-related patent
applications in Korea
㖧࿖䇮․⸵ᴺᡷᱜ䈪ᬀ‛䈱⒳ሶ䈮㑐䈜䉎․⸵㗿䈏
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4. The Japan Patent Office (JPO) publishes the results of a case study on inventive step as part of
the comparative studies of examination practice conducted by the Trilateral Offices
․⸵ᐡ䇮ክᩏታോ䈱ਃᭂᲧセ䈪ㅴᱠᕈ䈮㑐䈜䉎⎇ⓥ⚿ᨐ

New venture set up to protect companies against patent trolls
䊌䊁䊮䊃䊃䊨䊷䊦ኻ╷䈪༡⋡⊛䈱䊔䊮䉼䊞䊷ડᬺ䈏⺀↢
The U.S. company RPX Corp., who defines itself as a "defensive patent aggregator", announced on
November 25, 2008 that it had started a new service designed to help technology companies to reduce the risks
and costs related to patent lawsuits filed by "patent trolls" or "NPEs" (non-practicing entities).
The IT industry has recently witnessed a rise in the number of firms that buy up patents in order to seek
royalties from other companies. RPX Corp.'s new service is the latest response to this situation. Such patent
licensing firms are often called "non-practicing entities", or more derisively "patent trolls", since they neither
make nor sell products based on the patents they own.
IBM and Cisco System were the first companies to join in as members of the new service, which is
called "RPX Defensive Patent Aggregation" and is the first defensive patent service financed by private funds.
RPX follows a policy of fixed-fee broad license and non-litigation, and does not increase its fees based
on the size of its patent portfolio. As such, the company's interests are fully in line with the interests of its
members.
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Since its founding in March, 2008, RPX has invested about $40 million to buy 150 U.S. patents and 50
U.S. patent applications, and is on track to spend $100 million on patents in its first year.
Reference websites:
(i) http://www.itmedia.co.jp/news/articles/0811/25/news083.html
(ii) http://www.ipnext.jp/news/index.php?id=5127
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U.S. judicial precedent regarding the overcoming of a rejection
through commercial success
ᜎ⛘ℂ↱䉕స䈜䉎䈢䉄䈱䉮䊙䊷䉲䊞䊦䉰䉪䉶䉴䋨☨࿖್䋩
The Court of Appeals for the Federal Circuit (CAFC) recently ruled that the documents regarding the
commercial success of an embodiment of the subject invention, submitted to the USPTO in order to overcome a
rejection, must make it clear that this commercial success is a direct result of the claimed invention (In re DBC,
No. 2008-1120).
The following is a brief description of the background of the case.
After the subject patent was granted, the United States Patent and Trademark Office (USPTO) complied
with the request of a third party to proceed to an ex parte reexamination of the patent.
During the reexamination, the Examiner rejected the totality of the patent claims. In response to the
Examiner's rejection of the claims during the reexamination, the applicant of the subject patent submitted
documents to demonstrate the success of the commercial embodiment of the subject invention. However, the
Examiner was not convinced by the applicant's evidence, and made the rejection final and conclusive. The
applicant appealed the Examiner's final rejection to the Board of Patent Appeals and Interferences (BPAI), only
to see the Board back up the Examiner's final rejection. The applicant then appealed the case to the CAFC,
which confirmed the decision of the Board as described below.
(1) In order to overcome a rejection for obviousness by submitting evidence of commercial success, the
applicant must prove that the sales were a direct result of the unique characteristics of the claimed invention, as
opposed to being a result of other economic and commercial factors unrelated to the quality of the patented
subject matter.
(2) In this judicial precedent, the applicant merely submitted documents proving the sales, while failing to
submit evidence proving that "the driving force behind the sales" was the claimed invention. For the foregoing
reasons, the CAFC confirmed the Board's decision that submitting evidence of commercial success is not
enough to overcome a rejection over obviousness.
Reference websites:
(i) http://www.winston.com/siteFiles/publications/FedCircSumVol1,Issue28.htm
(ii) http://www.harakenzo.com/jpn/usa_uk/usa_han43.html

3

Newsletter

HARAKENZO

HARAKENZO

WORLD PATENT & TRADEMARK

㪠㪥㪫㪜㪣㪣㪜㪚㪫㪬㪘㪣㩷㪧㪩㪦㪧㪜㪩㪫㪰㩷㪣㪘㪮

January 2009

JAPAN

PATENT LAW FIRM

㵘㪚㪘㪝㪚䈲䇮ឭ䈘䉏䉎䈼䈐䉮䊙䊷䉲䊞䊦䉰䉪䉶䉴䋨ᬺ⊛ᚑഞ䋩䈲䇮䉪䊧䊷䊛⊒䈱⋥ធ⚿ᨐ䈪䈭䈔䉏䈳䈭䉌䈭䈇䈫␜䈚
䈢䋨㪠㫅㩷㫉㪼㩷㪛㪙㪚㪃㩷㪥㫆㪅㩷㪉㪇㪇㪏㪄㪈㪈㪉㪇䋩䇯
㵘◲න䈭⚻✲䈲ᰴ䈱ㅢ䉍䈪䈅䉎䇯ᧄઙ䈱․⸵⊒ⴕᓟ䇮ᧄઙ․⸵䈮㑐䈚䇮╙ਃ⠪䈮䉋䉎ᩏቯ♽ౣክᩏ䈱⺧᳞䈏㪬㪪㪧㪫㪦䈮
ኻ䈚䈩ⴕ䉒䉏䈢䇯
㵘ክᩏቭ䈲䇮ౣክᩏ䈱⚿ᨐ䇮ᧄઙ․⸵䉪䊧䊷䊛䉕ᜎ⛘䈚䈢䇯䈖䈱ᜎ⛘䉕స䈜䉎䈢䉄䈮䇮㗿ੱ䈲䇮ᧄ㗿⊒䈱ታᣉ
䈱㪺㫆㫄㫄㪼㫉㪺㫀㪸㫃㩷㫊㫌㪺㪺㪼㫊㫊䉕␜䈜䊂䉪䊤䊧䊷䉲䊢䊮䉕ឭ䈚䈢䈏䇮ክᩏቭ䈲䇮ᧄઙ․⸵䉪䊧䊷䊛䈱ᜎ⛘䉕⛽ᜬ䈚䈢䇯䈖䉏䉕ਇ
䈫䈚䇮㗿ੱ䈲㪙㪧㪘㪠䋨㪙㫆㪸㫉㪻㩷㫆㪽㩷㪧㪸㫋㪼㫅㫋㩷㪘㫇㫇㪼㪸㫃㫊㩷㪸㫅㪻㩷㪠㫅㫋㪼㫉㪽㪼㫉㪼㫅㪺㪼㫊䋩䈮ክ್䉕⺧᳞䈚䈢䈏䇮ክᩏቭ䈱ᜎ⛘ಣಽ䉕ᡰᜬ䈜
䉎ክ䉕ਅ䈚䈢䈢䉄䇮䈖䉏䉕ਇ䈫䈚䇮㗿ੱ䈲㪚㪘㪝㪚䈮ប⸷䈚䈢䇯㪚㪘㪝㪚䈲䇮㪙㪧㪘㪠䈱ክ䉕ᡰᜬ䈚䇮ᰴ䈱䉋䈉䈮್␜䈚
䈢䇯
㽲㪺㫆㫄㫄㪼㫉㪺㫀㪸㫃㩷㫊㫌㪺㪺㪼㫊㫊䈮䉋䈦䈩㕖⥄ᕈ䈮ଥ䉎ᜎ⛘ℂ↱䉕స䈜䉎䈢䉄䈮䈲䇮㗿ੱ䈲䇮․⸵ઃਈ䈘䉏䈢⊒䈱ਥ㗴
䈱ᕈ⾰䈮䈲ή㑐ଥ䈭⚻ᷣ⊛䈎䈧ᬺ⊛䈭䊐䉜䉪䉺䈪䈲䈭䈒䈩䇮⽼ᄁ䈏䉪䊧䊷䊛⊒䈮࿕䈱․ᓽ䈎䉌⋥ធዉ䈘䉏䉎
⚿ᨐ䈪䈅䈦䈢䈖䈫䉕␜䈘䈭䈔䉏䈳䈭䉌䈭䈇䇯
㽳ክ್ᚻ⛯䈮䈍䈇䈩䇮㗿ੱ䈲䇮⽼ᄁ䈱⸽䉕ឭ䈚䈢䈱䉂䈪䈅䉍䇮䉪䊧䊷䊛⊒䈏䇸䈠䉏䉌䈱⽼ᄁ䉕ᡰ䈋䉎ේേജ䇹
䈪䈅䈦䈢䈖䈫䉕␜䈜⸽䉕ឭ䈚䈭䈎䈦䈢䇯䈠䉏䉉䈋䇮㕖⥄ᕈ䈮ଥ䉎ᜎ⛘ℂ↱䈏䉮䊙䊷䉲䊞䊦䉰䉪䉶䉴䈱⸽䈮䉋䈦
䈩స䈪䈐䈭䈎䈦䈢䈫䈇䈉ክ್ㇱ䈮䉋䉎ክ䈲ᅷᒰ䈪䈅䉎䇯

㩿㫀㪀㩷㪿㫋㫋㫇㪑㪆㪆㫎㫎㫎㪅㫎㫀㫅㫊㫋㫆㫅㪅㪺㫆㫄㪆㫊㫀㫋㪼㪝㫀㫃㪼㫊㪆㫇㫌㪹㫃㫀㪺㪸㫋㫀㫆㫅㫊㪆㪝㪼㪻㪚㫀㫉㪺㪪㫌㫄㪭㫆㫃㪈㪃㪠㫊㫊㫌㪼㪉㪏㪅㪿㫋㫄
㩿㫀㫀㪀㩷㪿㫋㫋㫇㪑㪆㪆㫎㫎㫎㪅㪿㪸㫉㪸㫂㪼㫅㫑㫆㪅㪺㫆㫄㪆㫁㫇㫅㪆㫌㫊㪸㪶㫌㫂㪆㫌㫊㪸㪶㪿㪸㫅㪋㪊㪅㪿㫋㫄㫃

A revision of the patent law brings an increase in the number of plant
seed-related patent applications in Korea
㖧࿖䇮․⸵ᴺᡷᱜ䈪ᬀ‛䈱⒳ሶ䈮㑐䈜䉎․⸵㗿䈏Ⴧട
According to a report of the Korean Intellectual Property Office (KIPO), the number of patent
applications relating to plant seeds increased by 60 % over the previous year due to a revision of the patent law
in October 2006. This revision indeed added "dominance breed" plants to the scope of patentable plants,
triggering this change in the number of patent applications.
Due to the development of the life-science technology, there were already six times more plant-related
patent applications filed in Korea between 1995 to 2005 than between 1985-1995; and the 2006 revision of the
patent law brought a further increase in the number of the patent applications. While eighteen plant-related
patent applications were filed in 2003, sixty-six applications of this type had already been in filed in 2008 by
the end of November.
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These patent applications include a great number of applications related to genetically-modified plants,
such as soy beans with an increased resistance to herbicides, as well as applications related to alternative energy
sources such as bioenergy. It is indeed generally considered that, as agriculture gets more and more
intermingled with other domains of technology, the need for protection of the related intellectual property rights
increases, thus resulting in a rise in the number of patent applications.
Reference website:
(i) http://www.ipnext.jp/news/index.php?id=5126
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The Japan Patent Office (JPO) publishes the results of a case study
on inventive step as part of the comparative studies of examination
practice conducted by the Trilateral Offices
․⸵ᐡ䇮ክᩏታോ䈱ਃᭂᲧセ䈪ㅴᱠᕈ䈮㑐䈜䉎⎇ⓥ⚿ᨐ
The JPO published on November 26, 2008 the results of a study entitled "Case study of inventive step",
as part of a program of comparative studies of examination practice currently being conducted by the Trilateral
Offices (namely the JPO, the USPTO and the EPO).
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The comparative studies of examination practice aim at providing both applicants and representatives
with tools to prepare higher-quality application documents, through the comparison of description requirements
and of the concept of inventive step (non-obviousness) in each of the three Offices and the subsequent
publication of the results.
The Trilateral Offices have so far published three sets of results: a comparative study of laws and
examination criteria regarding description requirements (December 2007), a case study on description
requirements (June 2008) and a comparative study of laws and examination criteria regarding inventive step
(June 2008).
This time, each of the three Offices drafted their opinion based on their respective law and examination
criteria, and the results were published as a case study regarding inventive step. The report is available at
http://www.trilateral.net.
Reference websites:
(i) http://www.jpo.go.jp/torikumi/kokusai/kokusai3/sinsa_jitumu_3kyoku.htm
(ii) http://www.trilateral.net/

㵘ᣣᧄ࿖․⸵ᐡ䈲㪉㪇㪇㪏ᐕ㪈㪈㪉㪍ᣣ䇮ᣣ☨᰷ਃᭂ․⸵ᐡ䈪ⴕ䈦䈩䈇䉎䇸ክᩏታോ䈮㑐䈜䉎Ყセ⎇ⓥ䇹䈱ਛ䈱䇸ㅴᱠᕈ䈮
䈧䈇䈩䈱⎇ⓥ䇹䈱⚿ᨐ䉕䈚䈢䇯
㵘ክᩏታോ䈮㑐䈜䉎ਃᭂᲧセ⎇ⓥ䈲䇮⾰䈱㜞䈇㗿ᦠ㘃ᚑ䉕ᡰេ䈜䉎䈢䉄䇮⸥タⷐઙ䈶ㅴᱠᕈ䋨㕖⥄ᕈ䋩䈮
䈧䈇䈩䇮ਃᭂ․⸵ᐡ䈱ክᩏታോ䉕Ყセ⎇ⓥ䈚䇮䈠䈱⚿ᨐ䉕㗿ੱ䊶ઍℂੱ䈮⍮䈜䉎䈖䈫䉕⋡⊛䈫䈚䈩䈇䉎䇯䈖䉏䉁䈪䇮
⸥タⷐઙ䈮䈧䈇䈩ਃᭂ䈮䈍䈔䉎ᴺ䊶ክᩏၮḰ䈱Ყセ⎇ⓥ䋨㪉㪇㪇㪎ᐕ㪈㪉䋩䇮⸥タⷐઙ䈮䈧䈇䈩䈱⎇ⓥ䋨㪉㪇㪇㪏ᐕ㪍
䋩䇮ㅴᱠᕈ䈮䈧䈇䈩䈱ᴺ䊶ክᩏၮḰ䈱Ყセ⎇ⓥ䋨㪉㪇㪇㪏ᐕ㪍䋩䈱⚿ᨐ䉕䈚䈩䈐䈢䇯
㵘࿁䈲䇮ਃᭂ䈱ฦᐡ䈏↪ᗧ䈚䈢䈮䈧䈇䈩䇮ฦᐡ䈱ᴺᓞ䊶ክᩏၮḰ╬䈮ၮ䈨䈇䈢⹏ଔ䉕ⴕ䈇䇮ㅴᱠᕈ䈮䈧䈇䈩䈱
⎇ⓥ䈫䈚䈩⚿ᨐ䈏䈘䉏䈢䇯ႎ๔ᦠ䈲㪿㫋㫋㫇㪑㪆㪆㫎㫎㫎㪅㫋㫉㫀㫃㪸㫋㪼㫉㪸㫃㪅㫅㪼㫋䈎䉌ᚻ䈪䈐䉎䇯
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Please contact us if you have any comments or require any information.
Please acknowledge that the purpose of our column is to provide general information on the field of
intellectual property, and that the description here does not represent our legal opinion on a specific theme.

OSAKA HEAD OFFICE
ADDRESS:
CABLE:
E-MAIL:
WEBSITE:
TELEPHONE:
FACSIMILE:

DAIWA MINAMIMORIMACHI BLDG.,
2-6, 2-CHOME-KITA, TENJINBASHI,
KITA-KU, OSAKA 530-0041, JAPAN
KENZOPAT OSAKA
kenzopat@mars.dti.ne.jp
http://www.harakenzo.com
+81-6-6351-4384 (Key Number)
+81-6-6351-4397 / +81-6-6351-4374
+81-6-6351-4630 / +81-6-6351-4670
(GII, GIII)
+81-6-6351-5664 (Key Number)
+81-6-6351-2682 / +81-6-6351-5611
+81-6-6355-0986

OSAKA 2ND OFFICE
ADDRESS:

E-MAIL:
WEBSITE:
TELEPHONE:
FACSIMILE:

MITSUI SUMITOMO BANK
MINAMIMORIMACHI BLDG., 1-29,
2-CHOME, MINAMIMORIMACHI,
KITA-KU, OSAKA 530-0054, JAPAN
kenzopat@mars.dti.ne.jp
http://www.harakenzo.com
+81-6-6351-4384 (Key Number)
+81-6-6351-4397 / +81-6-6351-4374
+81-6-6351-4630 / +81-6-6351-4670
(GII, GIII)
+81-6-6351-5664 (Key Number)
+81-6-6351-2682 / +81-6-6351-5611
+81-6-6355-0986

TOKYO HEAD OFFICE
ADDRESS:
E-MAIL:
WEBSITE:
TELEPHONE:
FACSIMILE:

WORLD TRADE CENTER BLDG. 21F
2-4-1, HAMAMATSU-CHO, MINATO-KU,
TOKYO 105-6121, JAPAN
hara-tky@muse.dti.ne.jp
http://www.harakenzo.com
+81-3-3433-5810 (Key Number)
+81-3-3433-5811 / +81-3-3433-5812
+81-3-3433-5281 (Key Number)
+81-3-3433-5286
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