
HARAKENZO

ARAKENZOH
WORLD PATENT & TRADEMARK

PATENT LAW FIRM

JAPAN

Newsletter April 2009

T O P I C

Japanese Industrial Property Law was revised in 2008 concerning the following five items. While items

4 and 5 have already been enforced (item 4 on June 1, 2008 and item 5 on January 1, 2009), items 1 to 3 are

scheduled to take effect on April 1, 2009. We would like to introduce them briefly.

Revised items:

1. Reconsideration of the registration system for non-exclusive license (Patent Law, Utility Model law).

2. Extension of the period to file a request for appeal (Patent Law, Design law, Trademark Law).

3. Expansion to additional countries of the electronic exchange system of priority documents (Patent Law,

Utility Model Law).

4. Reduction of the official fees for patent and trademark (Patent Law, Trademark Law).

5. Introduction of a bank transfer system for the payment of official fees (Law concerning the Special

Provisions to the Procedure related to Industrial Property Rights).

Introduction
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Regarding the revision of the Japanese Industrial Property Law to take effect on April 1, 2009
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Reconsideration of the registration system for non-exclusive license

1. Issues with the current system

(1) Under the current system, exclusive and non-exclusive licenses can only be registered in relation to a

patent right; they cannot be registered during the application stage.

(2) Under the current system, the particulars of all registered non-exclusive licenses are made public.

Accordingly, it is not possible to keep confidential the particulars of a non-exclusive license that relate to trade

secrets.

2. Outline of the revision

(1) The possibility to register provisional exclusive and non-exclusive licenses during the application stage

will be introduced. Further, a registration system of the rights related to provisional licenses will be established,

thus making it possible to exert a countervailing effect on third parties by registering a license in relation to a

patent application (Articles 27(1)(iV), 34-2 and 34-3 of the Patent Act).

(2) The revision will also make it possible to limit the level of disclosure of the particulars of non-exclusive

licenses. In concrete terms, the registered particulars of a non-exclusive or provisional non-exclusive license

likely to cause damage to the non-exclusive licensee if disclosed to third parties will only be disclosed to the

parties concerned (Article 186(3) of the Patent Act, Article 55(1) of the Utility Model Act). In the case of

exclusive licenses and provisional exclusive licenses, however, the totality of the registered particulars will be

disclosed, in line with previous practice.
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1. Scope of the revision

This extension will apply to all cases regarding which the certified copy of a Decision of refusal was

sent by the JPO on or after April 1, 2009.

2. Issues with the current system

Under the current system, appeals against a Decision of refusal may be filed within 30 days after the

sending date of the Decision of refusal. However, the term of 30 days has been judged too short to enable

applicants to study sufficiently whether the filing of an appeal is pertinent or not, which results in a number of

appeals being filed in a last-minute rush.

Further, in the case of patent, it has been judged that the possibility to amend the application documents

within the 30 days following the filing of an appeal against a Decision of refusal also results in the filing of a

number of appeals in a last-minute rush.

Extension of the period for demanding an appeal
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3. Outline of the revision

(1) Regarding Patent Law

The period for requesting an appeal against a Decision of refusal will be extended to "within 3 months

from the sending date of the certified copy of the Decision of refusal" for applicants residing in Japan, and to

"within 4 months from the sending date of the certified copy of the Decision of refusal" for applicant residing

outside Japan (Article 121(1) of the Patent Act).

It will only be possible to make amendments to the application documents at the time of filing of the

appeal against the Decision of refusal, as described above (Article 17-2(1)(iv) of the Patent Act).

(2) Regarding Design Law and Trademark Law

The period for demanding an appeal against a Decision of refusal will be extended to "within 3 months

from the sending date of the certified copy of the Decision of refusal", both for applicants residing in Japan and

for applicants residing outside Japan (Article 46(1) of the Design Act, Article 44(1) of the Trademark Act).

Also, the period for requesting an appeal against a Decision to dismiss the amendment will be extended

to "within 3 months from the sending date of the certified copy of the Decision of refusal", both for applicants

residing in Japan and for applicants residing outside Japan (Article 47(1) of the Design Act, Article 45(1) of the

Trademark Act).

Contrary to the patent system, the period in which the applicant can amend a design or trademark

application has not been revised. As such, amendments can be made when the case is pending, as provided by

the related laws (Article 60-3 of the Design Act, Article 68-40 of the Trademark Act)



HARAKENZO

ARAKENZOH
WORLD PATENT & TRADEMARK

PATENT LAW FIRM

JAPAN

Newsletter April 2009

5

1. Scope of the revision

This revision will apply to all patent or utility model applications filed on or after April 1, 2009.

2. Issues with the current system

When claiming a priority under the Paris convention, the applicant must submit the related priority

documents in countries other than the country where the first application was filed (priority country).

Following the development of information and communications technology, the exchange of priority

documents in electronic format has become possible. In this regard, however, the priority documents accepted

in electronic format by the JPO under the current system are restricted to the priority documents that have been

digitized in the priority country.

Expansion to additional countries of the electronic
exchange system of priority documents
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3. Outline of the revision

With the ambition to contribute to the establishment of a worldwide electronic exchange system of

priority documents, the Japan Patent Office will, thanks to the revision, be able under certain conditions to

handle fromApril 1, 2009 the electronic data of priority documents digitized by international organizations or

in a country other than the priority country (Patent Act Section 43(5)), in addition to the electronic data of

priority documents digitized in the priority country.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of
intellectual property, and that the description here does not represent our legal opinion on a specific theme.
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