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For revision of examination guidelines relating to application for
registration of extension of term of patent right - Supreme Court
decision on November 17, 2015
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After the Supreme Court decision on November 17, 2015 relating to an application for registration of extension
of term of patent right, the Japan Patent Office (JPO) announced that revised examination guidelines will be
published around the spring of 2016 and examinations on applications for registration of extension of term
would not be made in principle until then. This measure is taken because the Supreme Court did not accepted
the concept employed in the examination guidelines relating to an application for registration of extension of

term, as detailed below:
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[Case]

Production and distribution of a patented invention were approved under the Pharmaceutical Affairs Law (title
at that time) (hereinafter, referred to as "prior disposition”), and then the same disposition (hereinafter, referred
to as "later disposition™) was made in regard to the same patented invention that is different only in usage and
dosage. The patentee filed an application for registration of extension of term based on the circumstance that
the patented invention could not be worked for a period of time because it was necessary to obtain the later
disposition, but a decision of refusal was issued to the application. The patentee filed a request for an appeal
against examiner's decision of refusal, but the request was decided to be in failure in the trial. Then, the
patentee filed an action for cancel of trial decision with the Intellectual Property High Court, and the
Intellectual Property High Court gave a decision to accept the cancel. In turn, against the decision by the
Intellectual Property High Court, the JPO filed a petition for acceptance of final appeal.

[Disputed Issue]

The disputed issue was whether or not the case where the later disposition is made with respect to the same
patented invention that is different only in usage and dosage from the patented invention to which the prior
disposition was made falls under "Where the disposition designated by the Cabinet Order is not deemed to have
been necessary to obtain for the working of the patented invention™ (hereinafter, referred to as “requirement for
refusal™) that is provided for in the Japanese Patent Law as one of requirements for refusal of an application for
registration of extension of term.

[Summary of Judgment]

The Supreme Court made judgment as follows: that is, as a result of comparing the prior disposition with the
later disposition, in a case where production and distribution of a medical product subjected to the prior
disposition encompass production and distribution of a medical product subjected to the later disposition, such
a case meets the requirement for refusal. Further, the Supreme Court indicated that decision as to whether or not
the later disposition needed to be obtained for working the patented invention should be made by comparing the
two dispositions in terms of examined matters that directly relate to substantive identity as a medical product.
Thus, the Supreme Court denied the concept of the examination guidelines that the decision is made based on
all matters that fall under subject matters of the patented invention.

In this case, the Supreme Court acknowledged that the examined matters which are for the two dispositions and
directly relate to substantive identity as a medical product are component, quantity, usage, dosage, efficacy, and
effect, and thus supported the Intellectual Property High Court which deems it illegal to decide that the case
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meets the requirement for refusal.
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Japanese Trademark Information Added to “TMview” Trademark
Database
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From November 23, 2015, trademark information held by the JPO has been made available via “TMview,” the
world’s largest free trademark database, which is operated by the Office for Harmonization of the Internal
Market (OHIM). Accordingly, preparations are being made to add a Japanese-language search screen to
“TMview.”

It is now therefore possible to collectively search the trademark applications and registrations of 43 countries
and institutions, including Japan, for free via “TMview.” As a result, the usefulness of the service has increased
and it can be expected to play an effective role in the formulation of brand strategies worldwide.
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Refusal/Decision of Refusal from the JPO.

| For trademark registration, trademark experts of our firm support
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Published referential example of asserting/proving "impossible or
impractical circumstances"
[ aTgE- ERBHIBIFIDER-IFADSEH DR

Currently, in the examination of product-by-process claims ("PBP claims"), a rejection for lack of clarity is
notified in a case where the existence of "circumstances under which directly defining the product by its
structure or properties at the time of filing of the application is impossible or utterly impractical (such
circumstances are hereinafter referred to as "impossible or impractical circumstances™)" is not acknowledged.

On November 25, 2015, the JPO published, on the website, immediate referential examples of assertion/proof
based on which the existence of "impossible or impractical circumstances” may be acknowledged in
examination of PBP claims.

It should be noted that the referential examples published this time are merely referential examples, and do not
comprehensively indicate types of assertion/proof based on which the existence of "impossible or impractical
circumstances” may be acknowledged.

The followings are summaries of the referential examples indicated this time:

Example (a):

A written argument, etc. concretely describes the existence of "impossible or impractical circumstances” by
indicating the fact that the structure or properties which are different from conventional techniques cannot be
unambiguously defined by use of particular wordings and also cannot be defined by analysis carried out based
on measurement.

In Example (a), the followings are concretely insisted in the written argument: that is, a subject matter A is
recited in claim in order to define a characteristic feature which is of the present invention and is different from
conventional techniques, and it is difficult to completely define the characteristic feature by particular wordings
and there is no wordings for clearly defining the characteristic feature. Therefore, it is impossible to directly
define the characteristic feature of the present invention by the structure or properties of the product.

Example (b):

A written argument, etc. concretely describes that the product cannot be directly and unambiguously defined by
its structure, etc. because a structure or properties of the product obtained by the production method recited in
claims variously change depending on various kinds of specific aspects of the production method, and it is
therefore impossible to comprehensively express the structure and the like which variously change.
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Example (c):

A written argument, etc. concretely describes that the product and its components recited in claims are derived
form a natural product, and directly defining the product by its structure or properties is impossible or
impractical.

In Example (c), it is concretely insisted in the written argument as follows: that is, with regard to the invention
of an oil-in-water type emulsified composition which (i) is produced by a method including a particular step,
(i) has foam stability superior to conventional techniques, and (iii) is to be used in creamy foods, the value of
foam stability changes as a microscopic dispersion state in the composition varies, and the microscopic
dispersion state in the composition cannot be distinguished by indicators that are generally used. Moreover,
directly measuring the foam stability requires the impractical number of times of experiments, and the results
cannot be comprehensively expressed.

Example (d):

A written argument, etc. concretely describes that the product recited in claims is a polymer having complicated
and various structures, and directly defining the product by its structure or properties is impossible or
impractical.
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TRIPO (Trilateral IP Offices) Website Established in IP Collaboration
between Japan, China and Korea
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The JPO has announced that at the 15" Japan-China-Korea Patent Office Directors’ Conference held in China
on November 17, 2015, it agreed to establish a new website, TRIPO (Trilateral IP Offices) in collaboration with
the Chinese and Korean Patent Offices.

TRIPO (Trilateral IP Offices) has been launched and is available in Japanese, Chinese, Korean and English. It
can be found at http://www.tripo.org/, and contains links to information on each patent office’s website
detailing the laws of the three countries, studies of precedents, comparisons of systems, statistics and so on.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,

and that the description here does not represent our legal opinion on a specific theme.
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E-MAIL:
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