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Bill Partially Revising Unfair Competition Prevention Law, etc.
FEGHFHIEEFDO —EERET HiEE

A bill partially revising the Unfair Competition Prevention Law, etc. was promulgated on May 30, 2018. With

the exception of some stipulations, the bill will be enacted within 18 months from the date of promulgation.

Please refer to the following for an outline of the major revisions.

1. Patent Law

(1) Extension of Period for Exception to Lack of Novelty

(2) Expansion of Patent Fee Reduction Measures for Small and Medium-sized Enterprises
Owners of small and medium-sized enterprises, research and testing institutes etc. (summarized in Art.
109bis) and other persons stipulated by government ordinance may receive reductions to or exemptions
from examination fees.
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Also, said persons may similarly receive fee reductions or exemptions, or postponements to payment of
patent fees from the first up to the tenth year. For an outline of the simplifications made to procedures,
please see our April 2018 Newsletter.

(3) Undisclosed Procedures
In order to judge whether or not documents are necessary as evidence of infringement etc. in infringement
lawsuits, the court is able to demand the submission of said documents by their owner. If required, the court
is also able to disclose said documents to expert committee members with the consent of the person(s)
concerned.

(4) Restrictions on Viewing of Documents in Connection with the Judgment System of the JPO that Contain

Industrial Secrets
If person(s) concerned submit a statement in which it is written that documents in connection with a
judgement contain industrial secrets, and the JPO concludes that it is necessary to maintain those secrets, it
will not be possible to request issuance of said documents in connection with the judgement.

2. Design Law

(1) Extension of Period for Exception to Lack of Novelty

(2) Introduction of Electronic Exchange System for Priority Documents
It will be possible to use the electronic exchange system in the case of design applications. The same will be
true for design applications under the Hague Agreement.

(3) Restrictions on Viewing of Documents in Connection with the Judgment System of the JPO that Contain

Industrial Secrets
Identical to point (4) above concerning patents.

3. Trademark Law

(1) Normalization of Application Procedures for Trademarks
(2) Restrictions on Viewing of Documents in Connection with the Judgment System of the JPO that Contain
Industrial Secrets
Identical to point (4) above concerning patents.
4. International Application Law

Persons who make international applications in the Japanese language and who are owners of small or
medium-sized enterprises or research and testing institutes etc. (see Art. 109bis) and other persons stipulated
by government ordinance may receive reductions to or exemptions from international filing fees.

5. Unfair Competition Prevention Law

(1) Undisclosed Procedures
Identical to point (3) above concerning patents.
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(2) Expansion of types of unfair competition
The illicit acquisition, use or publication of data provided to a limited audience (data that is amassed in
sufficient quantities on a computer etc. and provided professionally to specific persons, but which is not
handled as secret) has been added to types of unfair competition activities, and can be made subject to civil
redress such as injunctions.
Also, the handing over of devices, storage media containing programs or machinery that prevents the
effectiveness of technical restrictions methods such as encryption, as well as the provision of such programs
via the internet are made unfair competition. This revision to the law also makes the provision of services
that prevent the effectiveness of such restrictions unfair competition.

6. Industrial Standardization Law

(1) The name of law will be changed to Industrial Standardization Law.
(2) The maximum fine for entities etc. that display uncertified JIS marks will be raised to 100,000,000 yen.
7. Patent Attorney Law

(1) Addition of work as representative etc. in out-of-court dispute resolution procedures in specified unfair
competition cases regarding technical data

(2) Addition of work as representative etc. regarding finalization of sales contacts regarding technical data

(3) Addition of work concerning consultations and involvement in drafting proposals for Japanese industrial
standards, etc.
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Change to Period for Exception to Lack of Novelty for Invention
FEADFHRIERLDFNABDER

The Bill Partially Amending the Unfair Competition Prevention Law etc. that was approved on May 23, 2018
was promulgated on May 30, 2018, and the stipulations under Article 30 of the revised Patent Law came into
effect on June 9, 2018.

As a result of the revisions, the period for exception to lack of novelty has been extended from six months to
one year. The Patent Law applies to the Utility Model Law, under which the period for exception to lack of
novelty for utility model inventions has also been extended from six months to one year.

This change is beneficial to applicants who wish to have the stipulations regarding exceptions to lack of novelty
apply to their applications, since it affords them more time to prepare. However, as Japan uses the "first to file"
rule, it is still advisable to file as early as possible in order to avoid filing or publication by a third party.

The revision to Article 30 of the Patent Law only concerns the change to the period for exception, and all other
points remain the same. The change applies in principle to applications with a filing date on or after June 9,
2018. However, it should be noted that the change will not apply to applications for inventions that were
published on or before December 8, 2017.
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Period for Exception to Lack of Novelty for Designs Extended to
One Year
EEOHREREDOHISNEABMSON AN CIFICER

Under the Japanese design system, as a rule, designs that were published prior to application cannot be
registered. However, taking into account that the purpose of the Design Law is to contribute to industrial
development, a stipulation had been established by which, under certain conditions, designs that are applied for
after publication may be treated as exceptions to lack of novelty due to publication. This is the stipulation on
exception to lack of novelty for designs (Design Law Article 4).

On this occasion, Article 4 of the Design Law has been revised, extending the period for exception to lack of
novelty from six months to one year.

However, the revised stipulation will not apply to designs that were published on or earlier than December 8,
2017, even if applications for said designs are filed on or after June 9, 2018. These applications will be handled
under the former stipulation and will not be treated as exceptions to lack of novelty unless an application is
filed within six months from the date of publication. In other words, in order to be handled under the revised
law, a case must fulfil the two following criteria:

(1) The application must be filed on or after June 9, 2018

(2) The application must have been published after December 8, 2017.

The stipulation on exception to lack of novelty for designs is ultimately a stipulation of an exception to a rule.
Therefore, if for example you wish to register a design but a third party has formulated the same design
independently and made an application/publication of it first, it would not be possible to register your design
even if the stipulation were applied. Therefore, it is advisable to file an application as early as possible.

Also, when planning to file applications abroad, care should be taken as the laws of each country determine
whether or not it is possible to register a design there based on your publication thereof.
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Strengthening of Requirements for Divisionals of Trademarks
Applications
EEEREEO NI EHIRIE

Recently, some applicants have filed large numbers of applications for the trademarks of third parties, pre-
empting applications made by said third parties. However, in most cases application fees for these applications
are unpaid, meaning the applications have procedural defects.

It is possible for applicants to keep these types of trademark applications pending after decisions to dismiss the
original applications have been made by repeatedly filing divisional applications, which are effective
retroactive to the filing date of the original application. The divisional application then remains pending until it
too receives a decision of dismissal. Thus, when a third party later files an application for such a trademark,
registration will be delayed until after a decision of dismissal has been issued regarding the divisional
application, making it difficult in some cases to obtain rights quickly.

Due to the above, the Trademark Law has been revised so that divisionals of applications that receive decisions
of dismissal due to non-payment of application fees will no longer have an application date retroactive to that
of the original application.

As a result of this revision, a third party that makes an application for a trademark between the dismissal date of
the original application and the filing date of the divisional application may be registered when the decision of
dismissal is issued regarding the original application, allowing rights to be acquired at an earlier stage.
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The revised stipulations apply to divisional applications made on or after June 9, 2018.

< Requirements for divisionals of trademark applications> #*¢Newly added requirement marked in bold.

(1) The parent application is undergoing examination, trial or retrial.

(2) Trademark of the child application and the parent application are identical.

(3) Designated goods/services of the child application are included in the designated goods/services of the
parent application immediately prior to the filing of a divisional.

(4) Designated goods/services of the child application are deleted from designated goods/services of the parent
application by filing an amendment concurrent with filing the child application.

(5) Application fees for the parent application have been paid.
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Cooperative International Search Reports by "Big Five" Patent Offices
AR HEBOERRAERS

Following an agreement made in June 2016 at a meeting between the directors of the "Big Five" patent offices,
a trial program carrying out cooperative international searches for PCT international applications has been
begun between the "Big Five" patent offices on July 1, 2018.

PCT cooperative searches are carried out with the aim of producing high-quality results in the case of PCT
international applications. In a collaborative search, a main patent office responsible works together with a
secondary patent office to judge the patentability of a single PCT application, ultimately producing a single
international search report that is provided to the applicant.

The trial program will apply to applications that the applicant has requested be included. Those applications to
which the program applies will be handled according to a universal standard of quality and handling method
between all patent offices.

At first, only applications made in English will be accepted for inclusion in the program, but the "Big Five"
patent offices are currently considering making receipt of applications in languages other than English possible,
depending on the specific language the applications are written in (in the case of the JPO, applications in
Japanese may be accepted).

By participating in the trial program, applicants will be able to obtain higher-quality examinations results at the
international stage, which provide useful information when determining the need for entering the national phase
in each country and the selection of countries in which to enter the national phase.
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Support Program Subsidizes Half of Foreign Filing Fees
SEHFEE A O FEEFHR

With the globalization of the economy, not only large enterprises but small and medium-sized enterprises also
are carrying out active development overseas. At this time, it is necessary to carry out overseas development
based firmly on an IP strategy. However, as it is necessary to obtain patent rights etc. in each country
individually, carrying out intellectual property activities overseas can often be expensive, leading to a large
burden being placed on small and medium-sized enterprises.

In view of this situation, the JPO is engaging in a project to subsidize half of the fees for the foreign
applications by small and medium-sized Japanese enterprises etc. that are planning to carry out expansion of
operations etc. in other countries. This project will allow operators of small and medium-sized enterprises or
groups of such operators to receive subsidies for half their foreign filing costs, so long as they meet certain
selective criteria such as (i) the possibility of acquisition of rights will not be clearly denied, and (ii) there is a
plan for business expansion based on use of said rights once they have been established etc.

Introduction to OurﬁFirm’s Service

PCT Support Station
y@t@‘iji_ﬁi}%

long years of experience and analyzes competence unique to Click here for details

international patent firms.

‘ We offer high-quality service, combining know-how cultivated in a
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,
and that the description here does not represent our legal opinion on a specific theme.

Please visit our facebook pages below.

@U_ffkggal Departmenti onjFacebooks
iZBiaBFacebookq

P N Nt NSl

Four. Iegal departments based in Osaka and Tokyo prowde information on |
trademark applications, design applications, combating counterfeit goods
WEtc via Facebook: Please view our, Facebook page for more deta|ls =

AR BRI BCEBEBOFacebooklc CIBIRLE: BHLHNE |
|EEHELGLONMICETAREERELTHVET HVTBRRELY

| S Moremformallon#illll:;_sb»\

HARAKENZO WORLD PATENT & TRADEMARK
EFRBEAHARAKENZO WORLD PATENT & TRADEMARK

QuiHirshimalfficefon]Gacebook

Our Hiroshima Office’s Facebook page provides useful services for
Hiroshima prefecture and the rest of the Chugoku and Shikoku regions,
with constant IP information updates. Please find us on Facebook.

LEE#HFOFacebooklc T.LERZSE. RUEMIOEREIC
ﬁﬁﬁt%h%iﬂﬁﬂ%ﬁﬁ&!ﬁﬁ%{% LTHYET. HUTCEELEEL,

~ @Moreginformation SMliE =B S
HARAKENZO WORLD PATENT & TRADEMARK HIROSHIMA OFFICE

1Er B EAHARAKENZO WORLD PATENT & TRADEMARK [ B %%k

Below are links to further IP information.

BIO IP | ITIP | loT X Al |
Informatlon Information Support Station
I\47I'9EI]HJI'|=¥E ITXAA 5%k IoOTXAIZIB=E
Food & Medical Maior & Emerain ] ]
SUPEgﬂ"ﬁ?ﬁon Eccgnomlc POV?IEI'? TPPL.P. Chapter
B x ERSTIRE # E AR ER TPPX184 153k
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TOKYO HEAD OFFICE

ADDRESS:

WORLD TRADE CENTER BLDG. 21F
2-4-1, HAMAMATSU-CHO, MINATO-KU,
TOKYO 105-6121, JAPAN

TELEPHONE:
+81-3-3433-5810 (Main Number)

FACSIMILE:
+81-3-3433-5281 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-tky(@harakenzo.com

JA ST 000

OSAKA HEAD OFFICE

ADDRESS:
DAIWA MINAMIMORIMACHI BLDG.,

2-6, 2-CHOME-KITA, TENJINBASHI, KITA-KU,

OSAKA 530-0041, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)

FACSIMILE:
+81-6-6351-5664 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-osk(@harakenzo.com

OSAKA 2nd OFFICE

ADDRESS:

MITSUI SUMITOMO BANK
MINAMIMORIMACHI BLDG., 1-29,
2-CHOME, MINAMIMORIMACHI, KITA-KU,
OSAKA 530-0054, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)

FACSIMILE:
+81-6-6351-5664 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-osk(@harakenzo.com

HIROSHIMA OFFICE

ADDRESS:

NOMURA REAL ESTATE

HIROSHIMA BLDG. 4F

2-23, TATEMACHI, NAKA-KU, HIROSHIMA
730-0032, JAPAN

TELEPHONE:
+81-82-545-3680 (Main Number)

FACSIMILE:
+81-82-243-4130 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-hsm{zharakenzo.com

NAGOYA OFFICE

ADDRESS:

GLOBAL GATE 9F, 4-60-12 HIRAIKE-CHO,
NAKAMURA-KU, NAGOYA-SHI, AICHI
453-6109, JAPAN

TELEPHONE:
+81-52-589-2581 (Main Number)

FACSIMILE:
+81-52-589-2582 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-ngy@harakenzo.com




