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Revision to Patent Dispute Processing System
B F LIRS AT LORELIZDNT

The Patent System Committee of the IP Section of the Industrial Structure Council is carrying out a discussion
on revising the Patent Dispute Processing System. Up to November 16, 2018, the Committee collected public
opinions on the following six points in connection with revising the system.

(1) How the current state of the Patent Dispute Processing System should be viewed
(2) Strengthening of evidence collection procedures

(3) Protection of business secrets

(4) Revision of procedures for determining the amount of damages awarded

(5) Revision of the damages system
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(6) Other (allotment of responsibility for payment of legal fees, etc.)

The Committee has raised the following specific points (A)-(C) etc. regarding the state of the current system.
(A) Regarding (2) above, although Article 105 of the Patent Law stipulates an order to submit documents etc.,
courts do not have procedures for forcibly collecting evidence from concerned parties.

(B) Regarding (3) above, although Article 105-4 of the Patent Law allows for an order to preserve secrecy to be
given, there is no system for limiting requests by concerned parties to view the record of legal proceedings.

(C) Regarding (4) above, when requesting the payment of damages in connection with patent infringement, in a
single trial, a court decides both whether infringement took place and the amount of damages awarded.

It is likely that following discussions based on the public opinions collected, the system will undergo revisions.
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long years of experience and analyzes competence unique to Click,here for.details
international patent firms.
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Difficulty of Registering Trademarks Consisting Only of Colors
BEDHANCLELEEDEHOEHE

The convenience store chain Familymart has followed its registration of a sound trademark with registration of
a trademark consisting only of the green, white and blue colors that are used in its stores.

This trademark by Familymart was registered with the Japan Patent Office in four classes (35, 36, 39 and 43). It
is the first time a retail company has registered a mark consisting only of colors in four classes.

Class 35: retail or wholes sale services (and others)

Class 36: agencies for collecting gas or electric power utility payments etc. (and others)

Class 39: arrangement of courier services (and others)

Class 43: providing food and beverages

Familymart's trademark was applied for in June 2015 and approval took more than three years. Familymart's
brand colors have been used since 1992, and the company is widely associated with those three colors
throughout Japan. It seems that the mark was granted a registration since the colors were judged to have notable

distinctiveness.

A total of 143 applications for trademarks consisting only of colors have been filed with the JPO, but to date
only six marks (by four companies) have been granted registrations (as of September 28, 2018). There are
formidable hurdles to registration for trademarks consisting only of colors, and such applications take a long
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time to be registered.

Aside from the color trademark registered by Familymart, trademarks consisting only of colors include the blue,
white and black of Tombow erasers; the orange, green, red and white of 7-11 convenience stores; and the green
and greenish-yellow of Mitsui Sumitomo Financial Group. All of the marks that have been registered are
extremely well-known throughout Japan.

Color only trademarks have been introduced relatively recently in Japan, and it is hoped that further trademarks
will be able to clear the examination hurdles and greater numbers of color only trademark registrations will be
seen in future.
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Amendments to Stipulations in AIA Patent Reviews
AIARFRFLE 2 —IZHB T A REDHETIZDNT

1. On October 10, 2018, the United States Patent and Trademark Office (USPTO) published a draft amendment
regarding stipulations on claim construction standards in AIA patent reviews (Inter Partes Reviews, Post Grant
Reviews and Covered Business Method Reviews carried out under the Leahy-Smith America Invents Act
(AlA)). The amendment was enforced on November 13, 2018.

Until now, the claim constructions standard during trials was the Broadest Reasonable Interpretation (BRI). As
a result of this amendment, this will change to the Phillips standard (claims given their ordinary meaning and
examination history as understood by a person skilled in the art) that is used District Courts and by the
International Trade Commission. Previously, as a result of broad interpretation of the scope of patents, it was
becoming easier to invalidate patent rights. With this amendment, it thought that it will become easier to uphold
patent rights.

2. The USPTO also published a proposed revision to corrections proceedings for patent claims in AlA patent
reviews on October 29, 2018. Public opinions on the proposed revision are being collected until December 14,
2018. The USPTO has indicated that it intends to implement the revision on a trial basis for at least a year after
it has finished collecting opinions.

Under the current system, as a rule there is only one opportunity for the right holder to make a correction to the
claims in an AlA patent review. There must be a valid reason if the applicant wishes to make further corrections
to the claims.

On the other hand, under the proposed revision to procedures for correcting patent claims (see below), the
Patent Trial and Appeal Board (PTAB) will issue a non-binding preliminary decision after the patent right
holder has put forward a correction to the claims. Based on this preliminary decision, the right holder will be
able to put forward a further correction to the claims. Thus, as a result of this amendment to the procedures, the
right holder will be able to increase the level of predictability regarding corrections to the claims, making it
easier to uphold their patent right.

< Overview of proposed amendments to corrections procedures>

-Patent right holders that wish to correct patent claims must put forward claim corrections within six weeks
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from the date of the decision to start an AIA patent review trial.

*The person requesting an AIA patent review must provide their response within six weeks from the date that
the patent right holder puts forward corrections to the claims.

-Within one month from the date of the response by the person requesting the review, the PTAB will provide a
non-binding preliminary decision on the trial decision to come that includes whether or not the corrected claims
proposed by the right holder have patentability.

- Patent right holders who wish to make a further correction to claims based on the PTAB's preliminary decision
may put forward a further correction to the claims within one month from the date of the issuance of the
preliminary decision. The persons requesting the review may provide their response to the right holder's
proposed further correction within one month.

- In addition, regarding the response provided by the person requesting the review, the patent right holder may
submit a written refutation within one month. In response to this written refutation, the person requesting the
review may submit a further written refutation of their own within one month.

- After the above steps have been carried out, oral proceedings will be held, following which a trial decision
will be issued.
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Overview of Draft Revisions to Trademark Examination Guidelines
~EREELERTEENHE(C DT~

The Japan Patent Office's Trademark Examination Guideline Department has submitted a set of draft revisions
to be made to the Trademark Examination Guidelines. The draft revisions that seem most significant to
trademark practice are as follows.

1. Trademark Law Article 3(1)(iii)
It is clearly stated that the applicability of this section is judged based on recognition by general consumers. It

is also clearly stated that the mark applied for does not need to be in use for it to be deemed "generally
recognized".

2. Trademark Law Article 3(1)(vi)
This section will apply to trademarks that indicate the names of Japanese Imperial eras if said names would

only be recognized as referring to Imperial eras.

In previous versions of the Trademark Examination Guidelines, this section only applied to marks that indicated

.meu@ »HARAKENZO more”




\-\ARAKENZ()
¥, 45th Anmversary in 2021

IREE 3TN December 2018
I IARAKENZO JAPAN
INTEI:{_ECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK

INTELLECTUAL PROPERTY LAW FIRM

the current Japanese Imperial era, and did not extend to marks that indicated past Imperial eras.

3. Trademark Law Article 4(1)(vii)
A new example has been given regarding cases of bad-faith trademark applications for the names of plant

varieties with pending applications for plant variety registration. These conform to cases where it is not possible
for the trademark to be accepted due to the socially inappropriate nature etc. of the trademark application
particulars, approving registration would be counter to the policy aims of the Trademark Law.
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Trial PPH to Begin between Japan and India
BAR—AVFHEOHFEENMVIMRTI0T S LD

At the leaders' conference held between Japan and India on October 29, 2018, it was agreed that between April
and June, 2019, a trial Patent Prosecution Highway (PPH) program would begin between Japan and India in
certain specific fields of invention.
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Once the Japan-India trial PPH program begins, it will be possible for applicants to use the results of Japanese
examinations in order to easily accelerate examinations in India.

With the start of the Japan-India trial PPH program, Japan will have established PPHs with 43 countries or
regions. This will be the first time India has entered into a PPH.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,
and that the description here does not represent our legal opinion on a specific theme.

Please visit our facebook pages below.

@U_ffkggal Departmenti onjFacebooks
iZBiaBFacebookq

P N Nt NSl

Four. Iegal departments based in Osaka and Tokyo prowde information on |
trademark applications, design applications, combating counterfeit goods
WEtc via Facebook: Please view our, Facebook page for more deta|ls =
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HARAKENZO WORLD PATENT & TRADEMARK
EFRBEAHARAKENZO WORLD PATENT & TRADEMARK

QuiHirshimalfficefon]Gacebook

Our Hiroshima Office’s Facebook page provides useful services for
Hiroshima prefecture and the rest of the Chugoku and Shikoku regions,
with constant IP information updates. Please find us on Facebook.
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HARAKENZO WORLD PATENT & TRADEMARK HIROSHIMA OFFICE
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Below are links to further IP information.

BIO IP | ITIP | loT X Al |
Informatlon Information Support Station
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TOKYO HEAD OFFICE

ADDRESS:

WORLD TRADE CENTER BLDG. 21F
2-4-1, HAMAMATSU-CHO, MINATO-KU,
TOKYO 105-6121, JAPAN

TELEPHONE:
+81-3-3433-5810 (Main Number)

FACSIMILE:
+81-3-3433-5281 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com
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E-MAIL:
iplaw-tky(@harakenzo.com
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OSAKA HEAD OFFICE

ADDRESS:
DAIWA MINAMIMORIMACHI BLDG.,

2-6, 2-CHOME-KITA, TENJINBASHI, KITA-KU,

OSAKA 530-0041, JAPAN
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+81-6-6351-4384 (Main Number)
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+81-6-6351-5664 (Main Number)
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OSAKA 2nd OFFICE

ADDRESS:

MITSUI SUMITOMO BANK
MINAMIMORIMACHI BLDG., 1-29,
2-CHOME, MINAMIMORIMACHI, KITA-KU,
OSAKA 530-0054, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)
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HIROSHIMA OFFICE

ADDRESS:

NOMURA REAL ESTATE
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730-0032, JAPAN

TELEPHONE:
+81-82-545-3680 (Main Number)
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+81-82-243-4130 (Main Number)

WEBSITE:
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E-MAIL:
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NAGOYA OFFICE

ADDRESS:

GLOBAL GATE 9F, 4-60-12 HIRAIKE-CHO,
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453-6109, JAPAN

TELEPHONE:
+81-52-589-2581 (Main Number)

FACSIMILE:
+81-52-589-2582 (Main Number)
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