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Revision of Japanese Patent Law, Design Law, and Trademark Law

[ AAROFRFFE BRI  REDOYIEIC DWW T

The "Act of Partial Revision of the Design Law and Other Laws" will come into effect on
April, 1, 2007. The "Act of Partial Revision of the Design Law and Other Laws" was promulgated
on June 7, 2006 for reinforcement of intellectual property right protection and reinforcement of
regulation of counterfeit goods. The following will briefly explain major changes of Patent Law,

Design Law, and Trademark Law.
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I. Patent Law [arisd
II. Design Law BImiE]
III. Trademark Law  [peris]

IV. Revisions Common to Patent Law, Design Law, and Trademark Law [E:SER=AEN

I. Patent Law [EsRES

1. Prohibition of Amendment that Changes to Another Invention of Different Technical
Features (The revision will be applicable to applications filed on or after April 1, 2007)

An amendment that changes a claimed invention to another invention of different
technical features shall be prohibited once a notice of reasons for refusal is issued. If such an
amendment is filed, the Examiner will issue another notice of reasons for refusal (or decline the
amendment if it is filed in response to a final notice of reasons for refusal).

On the other hand, even if a claimed invention is significantly changed by amendment, it
shall not be grounds for invalidation. This is because the claimed invention is not virtually
defective and will not directly harm interest of a third party even if the claimed invention is

granted a patent.
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2. Prevention of Abuse of Divisional Applications (The revision will be applicable to

applications filed on or after April 1, 2007)

If reasons for refusal already notified against a parent application are also applied to a
divisional application, the same limitation that is imposed on an amendment to be filed in
response to a final notice of the reasons for refusal shall be imposed on an amendment to the
divisional application even though a notice of the reasons for refusal issued against the
divisional application is first one. (In such cases, the number of times a notice of the reasons for

refusal is issued is once as a general rule).

3. Easing of a Time Limit for Filing a Divisional Application (The revision will be applicable
to applications filed on or after April 1, 2007)

From the viewpoint of aiding in effective right obtainment and eliminating needless
procedures, filing of a divisional application is permitted not only within "allowable time limit for
amendments" but also within a set time period after a decision to grant a patent or a decision of
refusal. It should be noted that only if a notice of reasons for refusal is issued after Applicant
demands an appeal trial, filing of a divisional application is permitted within a time limit for a

response to the notice of reasons for refusal, as is conventionally done.

4. Extension of a Time Limit for Submission of Japanese Translation of a Foreign Language
Application (The revision will be applicable to applications filed on or after April 1, 2007)

A time limit for submission of Japanese translation of a foreign language application shall
be extended so that the workload of Applicant who files a foreign language application as a first
application with the Japanese Patent Office can be reduced in preparing Japanese translation
thereof (It is to be noted that only a foreign language application in English is accepted by the
Japanese Patent Office, and a foreign language application in any other languages including

German is not accepted).
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More specifically, Japanese translation of a foreign language application shall be
submitted within one year and two months from the priority date thereof.

In cases of a foreign language application arising from the division of a patent application
or the conversion of an application or a foreign language application based on a utility model
registration, Japanese translation thereof shall be submitted within one year and two months
from a filing date of its original application. This is because the foreign language application is
laid open with its Japanese translation after one year and six months from a filing date of its
original application. If a foreign language application arising from the division of a patent
application or the conversion of an application or a foreign language application based on a
utility model registration is filed after one year or more from a filing date of the original
application, Japanese translation thereof shall be submitted within two months from a filing

date of the foreign language application.
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II. Design Law  [EIEiE]

1. Extension of duration of design rights (The revision will be applicable to applications filed
on or after April 1, 2007)

Duration of design rights is extended from 15 years to 20 years from the date of
registration. Accordingly, duration of related design rights is extended from 15 years to 20 years

from the date of registration.

2. Expansion of Protection of Screen Design (The revision will be applicable to applications
filed on or after April 1, 2007)

The revised Design Law shall protect screen designs (screen images) used for necessary
operation in activating an intrinsic function of an article, as articles of a shape, pattern or color
or any combination thereof. Additionally, the revised Design Law protects not only a screen
design indicated on a display of an article but also a screen design indicated on a display of

another article which is used concurrently with an article to which the screen design is applied.

3. Revision of Design Registration requirements (The revision will be applicable to
subsequent applications filed on or after April 1, 2007)

Under the revised Design Law (Article 3 bis), an application for an partial design identical
with or similar to a design of a part of an article for which an application is filed earlier than the
application for an partial design shall not be rejected, provided that both of the applications are
filed by the same applicant after the filing date of the earlier design application and before an
official gazette for the earlier application is published.

However, in cases where the earlier design application requests a secrecy for design, the
subsequent partial design application filed before expiration of a secrecy duration for the earlier
design application is rejected under Article 3 bis of Design Law even if both of the applications

are filed by the same applicant.
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4, Clarification of the Scope of Similarity of a Design (The revision will be applicable to
applications filed on or after April 1, 2007)

It is desirable that similarity of a design is judged with consistency because judgment of
similarity of a design governs registration requirements for a design, which is the essence of a
design law system, and an effective scope of a design right. Therefore, for clear judgment of
similarity of a design, the revised Design Law stipulates that similarity of a design is determined
on the basis of visual aesthetic sense of traders and consumers indicated in decisions of supreme

courts or other courts.

5. Revision of the Related Design System (The revision will be applicable to related design
applications filed on or after April 1, 2007)

Under the current Design Law (Article 10(1), in order for a design to be registered as a
related design, the filing date of an application for the related design is required to be the same
as the filing date of an application for a principal design. Under the revised Design Law, in order
for a design to be registered as a related design, the filing date of an application for the related
design shall be prior to a previous date of the publication date of an official gazette publication

for a principal design.

6. Revision of Exceptions to Lack of Novelty of Design (The revision is applicable to
applications filed on or after September 1, 2006)

Under the revised Design Law, a person who desires to request exceptional remedy for a
design with regard to novelty is required to submit a written statement proving such fact within

30 days from the filing date, not 14 days from the filing date.

7. Revision of Secret Design System (The revision will be applicable to applications filed on
or after April 1, 2007)

The revised Design Law allows applicants to request the secrecy for design not only on the
filing date of the application, which is permitted under the current Design Law, but also when

they pay the registration fees.
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I1I. Trademark Law [zl

1. Protection of service trademarks related to retail sales or the like (The revision will be
applicable to applications filed on or after April 1, 2007)

Protection under the Trademark Law will be extended to trademarks used to provide the
benefits to customers in retail sales and wholesales. The revised Trademark Law allows
individual service activities offered by retailers or the like, which are not regarded as services
under the current Trademark Law, will be generally regarded as services defined under the
Trademark Law. Accordingly, the revised Trademark Law will protect trademarks used by

retailers or the like as services defined under the Trademark Law.

2. Revision of Collective Trademarks (The revision is applicable to applications filed on or
after September 1, 2006)

In addition to organizations established under the Civil Law, which are general
corporations, juridical organizations (excluding companies) are added as an entity to be protected

by a collective trademark registration.
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IV. Revisions Common to Patent Law, Design Law, and Trademark Law [E:SGEEEN|

1. Expansion of effectiveness of intellectual property rights (Effective on January 1, 2007)
Under the new intellectual property laws, an "act of exporting" is included in the
definitions of an act of working a design, an invention, and a utility model and an act of using a

mark.

2. Revision of Acts Deemed to Constitute Infringement of Intellectual Property Rights
(Effective on January 1, 2007)

An "act of holding infringing articles for their export" are added to "act deemed to
constitute infringement" under Article 38 of Design Law, Article 101 of Patent Law, and Article

28 of Utility Model Law.

3. Revision of Penalty for infringement of intellectual property rights (Effective on January
1, 2007)

Upper limits of imprisonment and monetary penalty for direct infringement of a design
right, a patent right, and a trademark right are increased to 10 years and 10 million yen. Also,
upper limits of imprisonment and monetary penalty for infringement of a utility model right are
increased to 5 years and 5 million yen.

Upper limits of imprisonment and monetary penalty for indirect infringement of
intellectual property rights are 5 years and 5 million yen under all intellectual property laws.
Joint imposition of those two penalties are introduced under all of the four intellectual property
laws, and an upper limit of a monetary penalty on a legal entity is increased to 300 million yens

under all of the four intellectual property laws.
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Please Contact us if You have any Comments or Require any Information.

Please acknowledge that the purpose of our column is to providegeneral
information on the field of intellectual property,and that the description here does not
represent our legal opinion on a specific theme.

HARAKENZO World Patent & Trademark
Osaka Head Office

ADDRESS: DAIWA MINAMIMORIMACHI BLDG.
2-6, 2-CHOME-KITA, TENJINBASHI,
KITA-KU, OSAKA 530-0041, JAPAN

CABLE: KENZOPAT OSAKA

E-MAIL: kenzopat@mars.dti.ne.jp
WEBSITE: http://www.harakenzo.com
TELEPHONE: +81-6-6351-4384 (Key Number)

+81-6-6351-4397 / +81-6-6351-4374

+81-6-6351-4630 / +81-6-6351-4670
FACSIMILE: (GII, GIII)

+81-6-6351-5664 (Key Number)

+81-6-6351-2682 / +81-6-6351-5611

(GIV)

+81-6-6355-0986

A
HARAKENZO World Patent & Trademark
Tokyo Office
ADDRESS: WORLD TRADE CENTER BLDG. 12F
2-4-1, HAMAMATSU-CHO, MINATO-KU,
TOKYO 105-6112, JAPAN
E-MAIL: hara-tky@muse.dti.ne.jp
WEBSITE: http://www.harakenzo.com
TELEPHONE: +81-3-3433-5810 (Key Number)
+81-3-3433-5811
+81-3-3433-5812
FACSIMILE: +81-3-3433-5281
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