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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Whether or not a claimed invention involves an inventive step is 

determined whether the reasoning can be made.  

 

The reasoning is that a person skilled in the art could have easily 

arrived at a claimed invention based on cited inventions by always 

taking into account that what the person skilled in the art would do, 

after precisely comprehending the state of the art in the field to 

which the present invention pertains at the time of the filing. 

Principle 
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Select one cited invention  
most suitable for the reasoning�

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�

Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Design change etc.?�Probable cause or motivation ? 

Any inhibiting factors such as 
teaching away?�

Remarkable advantageous effect ?�
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�

Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Design change etc.?�Probable cause or motivation ? 

Any inhibiting factors such as 
teaching away?�

Remarkable advantageous effect ?�

YES� NO�
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hould be denied  
its inventive step 
Select one cited invention  

most suitable for the reasoning�

Determine CPA (Closest Prior Art)  
similar to EPO�
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I. ă�kņ(�t¢ 
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Design change etc.?�Probable cause or motivation ? 

Any inhibiting factors such as 
teaching away?�

Remarkable advantageous effect ?�
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hould be denied  
its inventive step 
Select one cited invention  

most suitable for the reasoning�

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�

Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Determine neither the effects nor 
define the problem at this stage�
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I. ă�kņ(�t¢ 

ô³ĿİŅ�ŒćĶĻ�ņaµ¸�śĈŊ�
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Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Any inhibiting factors such as 
teaching away?�

Remarkable advantageous effect ?�
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hould be denied  
its inventive step 
Select one cited invention  

most suitable for the reasoning�

Probable cause or motivation ? Design change etc.?�

Attempt reasoning that causes the claimed 
invention to lack an inventive step 

 
The reasoning can be made from various and 
extensive aspects.�
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I. ă�kņ(�t¢ 
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Design change etc.?�

Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Any inhibiting factors such as 
teaching away?�

Remarkable advantageous effect ?�
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its inventive step 
Select one cited invention  

most suitable for the reasoning�

Probable cause or motivation ? 

!  Relevance of technical fields  
!  Similarity in a problem to be solved  
!  Similarity in function, work or operation 
!  Suggestions in the cited references 
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I. ă�kņ(�t¢ 
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Probable cause or motivation ? 

Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Any inhibiting factors such as 
teaching away?�

Remarkable advantageous effect ?�
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hould be denied  
its inventive step 
Select one cited invention  

most suitable for the reasoning�
!  Selection of an optimal material 
!  Workshop modification of design�
!  Mere aggregation of features 

Design change etc.?�
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I. ă�kņ(�t¢ 
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Design change etc.?�Probable cause or motivation ? 

Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Remarkable advantageous effect ?�
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its inventive step 
Select one cited invention  

most suitable for the reasoning�
If there is such a description in a cited reference 
that precludes the reasoning that the claimed 
invention is easily arrived at. 
 
The cited reference is not eligible for a cited 
invention.  

Any inhibiting factors such as 
teaching away?�
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I. ă�kņ(�t¢ 
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Any inhibiting factors such as 
teaching away?�

Design change etc.?�Probable cause or motivation ? 

Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 
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hould be denied  
its inventive step 
Select one cited invention  

most suitable for the reasoning�

When the advantageous effect is so remarkable 
that it cannot be foreseen by a person skilled in 
the art from the state of art, as compared with the 
cited invention, there may be cases where its 
inventive step is not denied. 
 
ĞAn advantageous effectğ 
An effect which is advantageous in comparison 
with an effect of a cited invention, among other 
effects derived from the features defining a 
claimed invention.  

Remarkable advantageous effect ?�
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I. ă�kņ(�t¢ 
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I. Practice for Determining whether a Claimed 
Invention Involves an Inventive Step 

Select one cited invention  
most suitable for the reasoning�

Clarify the identicalness and the difference  
between the claimed invention and the selected invention�

Is the claimed feature corresponding to the difference  
disclosed in other cited references?�

Design change etc.?�Probable cause or motivation ? 

Any inhibiting factors such as 
teaching away?�

Remarkable advantageous effect ?�
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I. ă�kņ(�t¢ 
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II. Limitations on Ƅmendment 
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II. à�ņ+Đ 
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II. Limitations on Ƅmendment 

 
a)  Amendment containing new matter  

~ Prohibited [EPC123(2)] 
 

b)  Amendment of claims relating to unsearched subject-matter  
~ Prohibited [Rule 137(5)] 

a)  An amendment containing new matter  
~ Prohibited [JPA17-2(3)] 
 

b)  An amendment of claims after notice of reasons for refusal  
~ Restricted [JPA17-2(4)] 
 

c)  Amendment of claims after final notice of reasons for refusal  
~ Further Restricted [JPA17-2(5)] 
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II. à�ņ+Đ 

 
a)  �ä�Ėņÿ2  

~ À� [�[°ì��ŅĎĸŘ�ÍĝÆ123�(2)] 
 

b)  ťŽŪĴřŀĨńĨ	ĘŅ�ŘšŹŽŵà�  
~ À� [ä,ĝÆ137�(5)] 

a)  �ä�Ėņÿ2  
~ À� [°ì¢Æ17�ņ2(3)] 
 

b)  �'ņzÏ³¶Ā¼eņ°ìó ņÊFŅľĨŀņà�  
~ +Đ [°ì¢Æ17�ņ2(4)] 
 

c)  �eņzÏ³¶Ā¼eņ°ìó ņÊFŅľĨŀņà� 
~ ĴŖńŘ+Đ [°ì¢Æ17�ņ2(5)] 
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II. Limitations on Ƅmendment 

An amendment of claims after notice of reasons for refusal 

The pending claims 
for which determinations are made as to whether they are not 
patentable in the notice of reasons for refusal issued prior to 
such amendments 

All of the amended claims 

Shall meet requirements for unity of invention as 
a whole�
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II. à�ņ+Đ 

�'ņzÏ³¶Ā¼eņ°ìó ņÊFŅľĨŀņà� 

à�.ņ°ìó ņÊFņ¸�ņĩļzÏ³¶Ā¼Ņī
Ĩŀ°ìśĸŘĲłĭŁĮńĨŒņĬAĬŅľĨŀņ(�ĭ
¾ĴřĻ¸� 

à�eņ°ìó ņÊFņĸŌŀņ¸� 
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33 

II. Limitations on Ƅmendment 

An amendment of claims after notice of reasons for refusal (Cont.) 

amendment will not be the subject of the examination, and a notice of reasons for refusal on 
the grounds of violation of the requirements under Article 17bis(4) shall be given. 

In addition, other inventions of which examination has been substantially completed 
as a result of examination on the above-mentioned subject of the examination and inventions 
of which examination has been substantially completed through examination conducted 
before the amendment are also added to the subject of the examination without questioning 
the requirements under Article 17bis(4). 
 
(Note) The cases where an invention “includes all matters specifying the invention” includes 

cases of making some or all matters specifying the invention into a subordinate concept 
and cases of further limiting numerical ranges when some of the matters specifying the 
invention are numerical ranges, in addition to the cases of adding another matter 
specifying an invention to the invention. 

 
Example: 

The inventions claimed in claims 2 and 3 before the amendment are those in the 
same category that include all matters specifying the invention claimed in 1 or 2 respectively. 
The inventions claimed in claims 1 and 2 before the amendment do not have any special 
technical feature, and a special technical feature was found in the invention claimed in claim 3 
before the amendment. Regarding this application, the first notice of reasons for refusal was 
given for the inventions claimed in claims 1 and 2 based on lack of novelty and for the 
invention claimed in claim 3 based on lack of inventive step. Through amendment after said 
notice of reasons for refusal was given, claimed inventions were changed to inventions 
claimed in claims Ԙ to ԛ, which include all matters specifying the invention claimed in claim 3 
before the amendment, and invention claimed in claim Ԝ, which does not include some of the 
matters specifying the invention claimed in claim 3.  
 

(Claims before the amendment)        (Claims after the amendment) 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

 
Claim 2 Claim 3 Claim 䡾 Claim 䢀 

Claim 䡿 Claim 䢁 

Claim 䢂

Inventions in the same category that 
include all matters specifying the 
invention claimed in claim 3 before 
the amendment 

Claim 1 

Claims in shaded boxes include all matters 
specifying the invention claimed in claim 3 
with a special technical feature. 

 
 
 
 
 
 

 6

34 

II. à�ņ+Đ 

�'ņzÏ³¶Ā¼eņ°ìó ņÊFŅľĨŀņà�ĝ(ÐĮ) 
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II. Limitations on Ƅmendment 

An amendment of claims after notice of reasons for refusal (Cont.) 

 
(Claims before the amendment)            (Claims after the amendment) 

 
 
 
 
 
 
 
 
 
 
 
 

Claim 䡾 Claim 䡿 

Claim 䢁 Claim 䢀 

Inventions in the same category that 
include all matters specifying the 
invention claimed in claim (i) after 
the amendment 

Claim 3 Claim 2 Claim 1 

 Claims in shaded boxes include all matters 
specifying the invention claimed in claim Ԙ 
with a special technical feature. 

 
 
 
(Explanation) 

In this example, firstly, the existence of a special technical feature is assessed for 
claim Ԙ after the amendment. The claim includes all matters specifying the invention claimed 
in claim 3 before the amendment and the smallest claim number is attached thereto. Since a 
special technical feature is found in said claim Ԙ, the inventions claimed in claims ԙ and Ԛ, 
which include all matters specifying the invention claimed in said claim Ԙ, are the subject of 
the examination without questioning the requirements under Article 17bis(4). Claim ԛ after 
the amendment is not the subject of the examination since it is not a claim to which the 
smallest claim number is attached in the claims that include all matters specifying the 
invention claimed in claim 3 before the amendment without any special technical feature and 
it also does not include some of the matters specifying the invention claimed in claim Ԙ after 
the amendment with a special technical feature. 

Regarding this application, the examiner shall notify the applicant of the reasons for 
refusal on the grounds of violation of Article 17bis(4) for the invention claimed in claim ԛ after 
the amendment and the result of examination on the inventions claimed in claims Ԙ to Ԛ after 
the amendment in the second notice of reasons for refusal.  
 
5. Remarks  
 
(1)        The requirements under Article 17bis(4) make the requirements of unity of invention 
extend to the inventions claimed after amendment. The determination on whether or not the 
requirements under Article 17bis(4) are met includes the determination on whether or not the 
requirements of unity of invention are met among the claims after amendment. Therefore, the 
determination on the requirements under Article 37 can be omitted after the first notice of 
reasons for refusal. 
 
(2)             In light of what is indicated in 4.1 or 4.3 above, if there is a claimed invention that 
does not become the subject of the examination, the invention shall be clearly indicated in a 
notice of reasons for refusal along with reasons thereof. 
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II. à�ņ+Đ 

�'ņzÏ³¶Ā¼eņ°ìó ņÊFŅľĨŀņà�ĝ(ÐĮ) 
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II. Limitations on Ƅmendment 

the  Amendment to pending claims shall be limited to those for the 
following purposes: 

"  Cancellation of claim(s); 
"  Clarification of ambiguous description; 
"  Correction of errors in description; or 
"  Restrictive limitation on claim(s). 

#  Shall be limitation on claim(s); 
#  Shall be limitation on features specifying the pending 

claim(s); and 
#  The industrial applicability and problems to be solved by 

the amended claims shall be the same as the pending 
claims. 

An amendment of claims after final notice of reasons for refusal 
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II. à�ņ+Đ 

the  °ìó ņÊFŅľĨŀĸŘà�ŇĢ�Ņ|ıŘ�Ėśº¹łĸŘŒ
ņŅĐŘģ 

"  ó Ėņ-đ; 
"  �ŗŔĩŁńĨêüņĊ�; 
"  ðêņè�; or 
"  °ìó ņÊFņĐS¹¦Ñ. 

#  °ìó ņÊFņ¦ÑŁħŘĲł; 
#  à�.ņó ĖŅêüĴřĻ¸�ņ¸�°S�ĖņĐSŁ

ħŘĲł; and 
#  à�.łà�eņ¸�ņ´��ņ)µ$ċ;ŉç¡Ķŕĩ

łĸŘòĘĭ@�ŁħŘĲł. 

�eņzÏ³¶Ā¼eņ°ìó ņÊFŅľĨŀņà� 
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II. Limitations on Ƅmendment 

the  “Limitation on features specifying the pending claim” 
 

An amendment of claims after final notice of reasons for refusal (Cont.) 

[Pending Claim]  
A production method of compounds C comprising reacting 
compound A to compound B. 

[Amended claim]  
A production method of compounds C comprising reacting 
compound A to compound B at the temperature above 80. 

Does not fall under  
“Limitation on features specifying the pending 
claim” 
�
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II. à�ņ+Đ 

the  ĥà�.ņó ĖŅêüĴřĻ¸�ņ¸�°S�ĖņĐSĦ 
 

�eņzÏ³¶Ā¼eņ°ìó ņÊFŅľĨŀņà�ĝ(ÐĮ) 

[à�.ņó Ė]  
6?¯Ƅł6?¯ƅś<iĴĹŘ6?¯Ɔņáā�¢ģ 

[à�eņó Ė]  
6?¯Ƅł6?¯ƅś80Ġ��Ł<iĴĹŘ6?¯Ɔņáā�¢ģ 

ĥà�.ņó ĖŅêüĴřĻ¸�ņ¸�°S
�ĖņĐSĦŅîbĶńĨ�
�



III. Treatment of Computer Software-
Related Inventions�

41 

Major Differences Between Prosecution  
at EPO and JPO 

III.ŤŻűŶŽũżŨŲŮŞşŝĎĂ¸�
ņ=uĨ�

42 

EPOłJPOŅīİŘ�
°ì#ĚtÐņ	ã»Ć¬ 
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III. Treatment of Computer Software-Related 
Inventions 

 [EPC Article 52] 
(2)  The following in particular shall not be regarded as inventions within the 

meaning of paragraph 1: 
(c)  schemes, rules and methods for performing mental acts, playing games or 

doing business, and programs for computers;  
(3)  Paragraph 2 shall exclude the patentability of the subject-matter or 

activities referred to therein only to the extent to which a European patent 
application or European patent relates to such subject-matter or activities 
as such.  

 [Patent Act Article 2] 
(1)  "Invention" in this Act means the highly advanced creation of technical 

ideas utilizing the laws of nature.  
(3)  "Working" of an invention in this Act means the following acts:  
ġ  (i) in the case of an invention of a product (including a computer program, etc., the 

same shall apply hereinafter), producing, using, assigning, etc. … 

Patentable inventions 
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III. ŤŻűŶŽũżŨŲŮŞşŝĎĂ¸�ņ=uĨ 

 [�[°ì��ŅĎĸŘ�ÍĝÆ52�] 
(2)  �ņŒņŇƀ°Ņƀ(1)ŅĨĩ¸�łŇŏńĴřńĨģ 

(c)  Ì¿¹ńÛƀąr:Ň��£4ņĄÛŅĎĸŘé·ƀ¢,:Ň�¢ƀ 
�ŉŅŤŻűŶŽũżŴźŢŷŵ 

(3)  (2)ņäSŇƀ�[°ì#Ě:Ň�[°ìĭ@ĖŅäSĸŘYö:ŇÛ
ĺřØ�ŅĎ�ĶŀĨŘÊF ŅīĨŀņŏƀbîYö:ŇÛņ°ìk
ś{đĸŘģ 

 [°ì¢ĝÆ2�] 
(1)  Ĳņ¢dŁĥ¸�ĦłŇĢØ®¢,ś)µĶĻvÜ¹jmņ0�ņĩļĜ_ņ

ŒņśĨĩģ 
(3)  Ĳņ¢dŁ¸�ŅľĨŀĥT�ĦłŇĢ�Ņ|ıŘÛśĨĩģ 

(i)¯žŴźŢŷŵÈśBŐģ��@ķģſņ¸�ŅħľŀŇĢżżż 

¸�ņqÄk 
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III. Treatment of Computer Software-Related 
Inventions 

Guidelines 
 

 [Part C - Chapter IV 2.3.6] 
 While "programs  for  computers"  are  included  among  the  items  listed  
in Art. 52(2), if the claimed subject-matter has a technical character it is 
not excluded from patentability by the provisions of Art. 52(2) and (3). 

 
 [Part VII Chapter 1] 

  The  basic  concept  to  determine  whether  software-related  invention  
constitutes  Ğa creation of technical ideas utilizing a law of natureğ is as 
follows.   

 Where Ğinformation processing by software is concretely realized by using 
hardware resourcesğ,  the said software  is  deemed to  be  "a creation  of 
technical ideas utilizing  a law of nature.ğ 

Patentable Inventions  (Cont.) 
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III. ŤŻűŶŽũżŨŲŮŞşŝĎĂ¸�ņ=uĨ 

X�Jª 
 

 [CĉĝÆIVÅ 2.3.6] 
 Æĝ52 �(2)ŅĨĩ�åØ�ŅŇĥŤŻűŶŽũżŴźŢŷŵĦĭBĝŎřŀĨŘ
ĭ,šŹŽŵĴřĻ	ĘĭvÜ¹k�śBŜŁĨřň,Æĝ52 �(2);ŉ(3)ņ
äSŅŕŘ°ìkđOņYöłńŖńĨģ 

 
 [ÆVIIĉĝÆ1Å] 

  ŨŲŮŞşŝĎĂ¸�ĭĥØ®¢,ś)µĶĻvÜ¹jmņ0�ĦłńŘJ�
¹ÔĪ�Ň��ņłīŗģ 

 ĥŨŲŮŞşŝŅŕŘlK"³ĭĢŰŽůŞşŝø©śµĨŀ��¹ŅT²ĴřŀĨ
ŘĦL?ĢbîŨŲŮŞşŝŇĥØ®¢,ś)µĶĻvÜ¹jmņ0�ĦŁħŘģ�

¸�ņqÄkĝĝ(ÐĮ) 
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III. Treatment of Computer Software-Related 
Inventions 

Guidelines 
 

 [Part VII Chapter 1] 

  
 Ğinformation processing by software is concretely realized by using 
hardware resources,ğ 
  
 means  that,   
  
 as  a  result  of  reading  the  software  into  the  computer,  the 
information  processing  equipment  (machine)  or  operational  method  
thereof  particularly suitable  for  a  use  purpose  is  constructed  by  
concrete  means  in  which  software  and hardware  resources  are  
cooperatively  working  so  as  to  realize  arithmetic  operation  or 
manipulation of information depending on the said use purpose.  

Patentable Inventions  (Cont.) 
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III. ŤŻűŶŽũżŨŲŮŞşŝĎĂ¸�ņ=uĨ 

X�Jª 
 

 [ÆVIIĉĝÆ1Å] 

  
 ĥŨŲŮŞşŝŅŕŘlK"³ĭŰŽůŞşŝø©śµĨŀ��¹ŅT²Ĵřŀ
ĨŘĦłŇĢ 
  
 ŨŲŮŞşŝĭŤŻűŶŽũŅñŏýŎřŘĲłŅŕŗĢŨŲŮŞşŝłŰŽůŞşŝ
ø©łĭ7�ĶĻ��¹t�ŅŕĽŀĢ�µº¹ŅiķĻlKņ«É:Ň2
\śT²ĸŘĲłŅŕŗĢ�µº¹ŅiķĻ°�ņlK"³ÞÒž��ſ:Ň
ĺņ4��¢ĭ�ËĴřŘĲłśĨĩģ 

¸�ņqÄkĝĝ(ÐĮ) 
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III. Treatment of Computer Software-Related 
Inventions 

Examples 
 [Claim 1]  
  A card game program executed in a computer which includes a storage device, 
  the storage device storing (i) a scoring hand data table in which specific scoring hand data 
correspond to a combination of a plurality of cards and (ii) a score data table in which score 
data correspond to the specific scoring hand data, 
  said card game program executing the steps of: 
  finding (i) a type of an extracted scoring hand which corresponds to a combination of a 
selected plurality of cards and (ii) a total score which is set in accordance with the type of the 
extracted scoring hand; and 
  outputting a display of the type of the extracted scoring hand and the total score thus 
found. 

Patentable Inventions  (Cont.) 

scoring  hand  data 

score data 

extract 

output 

The invention of claim 1 
does not constitute a 
"statutory invention." 
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III. ŤŻűŶŽũżŨŲŮŞşŝĎĂ¸�ņ=uĨ 

��� 
 [Claim 1]  
  êpÞÒś�ĪĻŤŻűŶŽũŅīĨŀTÛĴřŘŠŽůţŽŵŴźŢŷŵŁħĽŀĢ 
  .êêpÞÒŇĢâ��ņŠŽůņÎ?ĹŅYĶŀsSņcŭŽũĭYiĴĹŖřŀĨ
ŘcŭŽũŬŽųŸłĢcŭŽũŅYĶŀf¬ŭŽũĭYiĴĹŖřŀĨŘf¬ŭŽũ

ŬŽųŸłśêpĶŀīŗĢ 
  ĈxĴřĻâ��ņŠŽůņÎ?ĹŅYiĸŘcņÂěłĢbîcņÂěŅiķĻf
¬ņ?éf¬łś őŘŧŬūŴłĢ 
  y#ĴřĻ.êcņÂě;ŉ.ê?éf¬śÝ¾#1ĸŘŧŬūŴł 
 śTÛĸŘŠŽůţŽŵŴźŢŷŵģ�

¸�ņqÄkĝĝ(ÐĮ) 

cŭŽũ 

f¬ŭŽũ 

y# 

#1 

ó ĖƂŅ�Ř¸�Ň 

ĥ¸�ĦŅîbĶńĨ 
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III. Treatment of Computer Software-Related 
Inventions 

Examples 
 [Claim 2]  

 A card game program executed in a computer which includes a storage device, 
  the storage device storing (i) a scoring hand data table in which specific scoring hand data 
correspond to a combination of a plurality of cards and (ii) a score data table in which score 
data correspond to the specific scoring hand data, 
  said card game program executing the steps of: 
  extracting, from the scoring hand data table, scoring hand data which correspond to a 
combination of a selected plurality of cards; 
  finding a total score of the score data corresponding to the scoring hand data thus extracted; and 
  outputting a display of all of the scoring hand data thus extracted and the total score thus 
found. 

Patentable Inventions  (Cont.) 

scoring  hand  data 

score data 

extract 

calculate score 

output 

The invention of claim 2 
constitutes a "statutory 
invention." 

52 

III. ŤŻűŶŽũżŨŲŮŞşŝĎĂ¸�ņ=uĨ 

��� 
 [Claim 2]  
  êpÞÒś�ĪĻŤŻűŶŽũŅīĨŀTÛĴřŘŠŽůţŽŵŴźŢŷŵŁħĽŀĢ 
  .êêpÞÒŇĢâ��ņŠŽůņÎ?ĹŅYĶŀsSņcŭŽũĭYiĴĹŖřŀĨ
ŘcŭŽũŬŽųŸłĢcŭŽũŅYĶŀf¬ŭŽũĭYiĴĹŖřŀĨŘf¬ŭŽũ

ŬŽųŸłśêpĶŀīŗĢ 
  ĈxĴřĻâ��ņŠŽůņÎ?ĹŅYiĸŘcŭŽũś.êcŭŽũŬŽųŸĬŖy
#ĸŘŧŬūŴłĢ 
  y#ĴřĻ.êcŭŽũŅYiĸŘ.êf¬ŭŽũņ?éf¬ś«ÉĸŘŧŬūŴłĢ 
  y#ĴřĻ.êcŭŽũņ�ŀ;ŉ.ê?éf¬śÝ¾#1ĸŘŧŬūŴł 
 śTÛĸŘŠŽůţŽŵŴźŢŷŵģ�

¸�ņqÄkĝĝ(ÐĮ) 

cŭŽũ 

f¬ŭŽũ 

y# 

?éf¬ś«É 

#1 

ó ĖƂŅ�Ř¸�Ň 

ĥ¸�ĦŅîbĸŘ 

fukuik
タイプライタ
2
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III. Treatment of Computer Software-Related 
Inventions 

Decisions/Guidelines 
 

 [T 641/00] 
 An invention consisting of a mixture of technical and non-technical 
features and having technical character as a whole is to be assessed 
with respect to the requirement of inventive step by taking account of all 
those features which contribute to said technical character whereas 
features making no such contribution cannot support the presence of 
inventive step. 

 
 [Part VII Chapter 1] 

  Since the invention should be viewed as a whole, it is inappropriate to 
identify the claimed invention by separating the aspect of artificial 
arrangement and that of automation technique.  

Inventive Step 
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III. ŤŻűŶŽũżŨŲŮŞşŝĎĂ¸�ņ=uĨ 

X¡ƁX�Jª 
 

 [T 641/00] 
 vÜ¹°g;ŉĕvÜ¹°gņ¤HĶĻŒņĬŖqŗĢ��łĶŀvÜ¹kù
ś�ĸŘ¸�ŇĢ.êvÜ¹kùŅ÷±ĸŘĸŌŀņ°gśÔoŅ�řŀĝ
ă�kņã�ŅĎĶŀ(�ĸŌĮŁħŘĭĢĺņŕĩń÷±ņńĨ°gŇĢĝ
ă�kņRHśß�İŘĲłŇŁĮńĨģ 

 
 

 [ÆVIIĉĝÆ1Å] 
  ó ĖŅ�Ř¸�śĢ¹=¡őÈłŦŧŬŵ6t¢Ņ$İŀïSĸŘņ

Ňć%ŁŇńįĢó ĖŅ�Ř¸�ś��łĶŀłŖĪŘĲłĭ őŖřŘģ 

ă�k 



55 

III. Treatment of Computer Software-Related 
Inventions 

Guidelines 
 [Part VII Chapter 1] 

 

 An invention being within  the  exercise  of  an ordinary creative activity of 
a person skilled in the art. 
The  inventive step  is  not  affirmatively  inferred  unless  there  exist  
special  circumstances.  
 <Examples> 
#  Application to other fields  
#  Addition of a commonly known means or replacement by equivalent  
#  Implementation by software of functions which are otherwise 

performed by hardware 
#  Systematization of human transactions 
#  Reproduction of a known event in computerized virtual space  
#  Design modification on the basis of known facts or customs  

Inventive Step  (Cont.) 
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III. ŤŻűŶŽũżŨŲŮŞşŝĎĂ¸�ņ=uĨ 

X�Jª 
 [ÆVIIĉĝÆ1Å] 

 

 b�ÕņĀ]ņ0�£4ņÊF ņ¸� 
°�ņ�lĭńĨĐŗĢă�kŇASĴřŘģ 

 
 <b�ÕņĀ]ņ0�×1ņ¸�ŅbĻŘ�> 
#  �ņ°S$ċŋņćµ 
#  C¼nµt�ņ�2:ŇIÈt�ŅŕŘÒ} 
#  ŰŽůŞşŝŁÛĽŀĨŘ�×ņŨŲŮŞşŝ6 
#  čĭÛĽŀĨŘ�5ņŦŧŬŵ6 
#  �¼ņ�öśŤŻűŶŽũ�mÃč�Ł!²ĸŘĲł 
#  �¼ņ�T:ŇnÓŅJĿįëé�ņN� 

ă�kĝĝ (ÐĮ) 



57 

Thank you for your attention. 

HARAKENZO 
WORLD PATENT & TRADEMARK 
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