HARAKENZO INFS WA F e

/7 ® HARAKENZO

JAPAN

INTELLECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK

PATENT LAW FIRM

1. Regarding the law partially amending the
Japanese Patent Act, etc.
FEFEFD—BZRET HEEICONT

2. The JPO to revise desigh examination criteria
BT . EEBEREEHREA

3. Regarding the commencement of Patent
Prosecution Highway
B EE N1/ DREBIZDNT

Regarding the law partially amending the Japanese Patent Act, etc.
FEFEFO—HZ2RIET HERICDONT

On May 31, 2011 a bill partially amending the Japanese Patent Act, etc. was passed and enacted, and it was
promulgated as Act 63 on June 8, 2011. The new law is expected to be put into effect at a date determined by a

Cabinet order within one year from the date of promulgation. The main revisions are as follows:

(1) Reinforcement of the protection of license agreements

If a licensee has not registered the license with the JPO, there exists a risk of receiving an injunction from the
assignee of the patent right, etc., resulting in disruption of business. However, in practice, registering a license
is difficult. The amendment improves the system so that it becomes possible to be effective against such

injunctions even without license registration.

(2) Appropriate protection of the inventors’ rights in cases of joint research, etc.

As joint research and joint development are becoming common, cases where the patent right is obtained by
only part of the joint inventors occur, but the measures for protection of the inventors are limited to invalidation
of the patent right, etc. The amendment will provide improvements to the system in order to enable inventors to

take back the patent right, etc. in such cases.
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(3) Improvement with regard to user convenience

1. In order to enhance user convenience of the intellectual property system, extension of the period of reduction
of or exemption from patent fees from three years to ten years with regard to small and medium-sized
businesses, revision of the design registration fees (after the eleventh year), etc. will take place.

2. Under the present system, even if the inventor himself/herself has disclosed his/her invention at an academic
meeting, etc., there is a possibility that acquisition of patent right, etc. may not be recognized. The amendment
will provide overhaul of the system which will allow acquisition of patent right, etc. even after disclosure of the
invention in cases where the inventor himself/herself has announced the invention and regardless of how the

announcement has been made.

(4) Overhaul of the trial system toward swift and efficient settlements of disputes

1. There are cases of inefficient settlement of disputes, where, for example, after a lawsuit for cancellation of an
invalidation decision has been brought to court, a trial for correction of the contents of the patent right is
requested and the case is returned to the JPO. Therefore, revisions will be made which will provide the
opportunity for correction at the stage of the invalidation trial, thus prohibiting requests for correction trials etc.
after a lawsuit has been filed.

2. Concerning some problems of the trial system, such as the fact that regarding final decisions in invalidation
trials, even a person other than the one requesting the trial may not dispute the decision based on the same fact
and evidence, revisions, etc., which enable persons other than the one requesting the trial to demand trials will

be conducted.

20114E5 31 A | TRFFFIEE DO — AU IE T DA SR AV AR - BOZL . 6 8 HITIEMRAE63 5 L L TAMS Iz, i
D APLERL T—HFalB2RWEHANICB O TEBE TEDD BT P E Thd, TRUIEDBIZIILL Tl
@O

(1) A2 2B DI D EL

TA VAL 2R, TA B AL R T IO LR W R P S 2B 2 T 1o B 0 b2 LG R E 32T, FEHE
R FREIZ R DB Z N DL, B b BERDREEL /2> TVD, 22T, BEA L7 Th, 2O X778 155 K%
(SHPLTE DI M NI D,

(2) SLFMFFEED BRI BT 23 IA O Y72 (R

S FEHEE - L FPAFE DS — A 975 T L FFEHE O—ERIC L > TRFFHEDSBASS N TLEI 7 — A ERF AL T
WHD, FEWHERED FBIIFFFHEF 2 I LT HFITRONTWD, €2 T, ZOIIRGEIT, FEAE DSRFAES
ER RS ZENTELIOHEZ AT 5,

o o) HARAKENZO



HARAKENZQ NP

s
A ¥ HARAKENZO

INTELLECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK
PATENT LAW FIRM

JAPAN

(8) =P —FFE A L

OENEY R PE I BE OFMENEZ 7] ESED728 | /MRS DR FPEHBSR I D 3B 10FEA~DIER | 1147
A LA DBk RIELH 21T,

Q@BUTHIEZICIR W TIE, AE B AN FRFTEAZAICLISE TH, FarEE ORI RO b o6
Wb, ZZ T, EHED ALARLIGE THIUL, TORKREHRERTOT | AN BRI/ T 1% THRFFFHESZ L
FFLAFD IOl B 2 HE A 5D,

(4) #Gr O - 2R AV RMREPR O 7280 OFFHIHIEED FE L

OHERN RO HHARFADIRE R (2, FrODR R LIRS T RFFFHED N A 23T IE T 28 HI DG RS, TR T
IZZEURSIVTLEIRE | My PRI IS IENREIR DG A D EL TND, £2TC, HENFH DB TR IE DM = 2 e U
FHILICLY, IRRRIEER IRT IER H O R 5T 250 REL 21T,

QLN D e & FE RN DWW TUIFHIFE R AL DOFE TH [l — DFE K OG- DN THHZENRRDO BN
WEED I EE D RTREIC S WT, FHIFHR AN D EIZ L8 G R 2780 5% 0 RIELZ1T),

3 o) HARAKENZO



HARAKENZO INFS WA F e

/7 ® HARAKENZO

JAPAN

INTELLECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK

PATENT LAW FIRM

The JPO to revise design examination criteria
BT EEEEEEREA

Following the submission of public comments (deadline: June 20, 2011) the JPO will revise examination

criteria for design registration in July, 2011. Specific revisions follow:

(1) Overhaul of the requirements for submission of drawings of partial designs

Under the present design system, when filing a design application, it is generally necessary to clearly disclose
the design by submitting drawings from all six sides.

With the revision in question, in the case of application for registration of a partial design, submission of certain

drawings that show parts other than the one seeking registration may be omitted.

(2) Clarification of the registration requirements for display designs

People expect that by clearly stating the requirements for protection in the criteria for design examinations
concerning images designated in the Design Act, Art. 2., Par. 2 (used for operations to exercise the functions of
the product), as well as displayed images that are recognized by Art. 2, Par. 1., the content of said criteria will
become clearer.

In addition, when images fulfill certain requirements before and after undergoing an alteration, multiple

displays may be regarded as one design.
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Regarding the commencement of Patent Prosecution Highway
HIFEERE/NMV A DERIBIZDNT

The JPO has agreed to the commencement of Patent Prosecution Highway (PPH) trials with Sweden in June
and Mexico in July. PPH makes accelerated examination possible by sharing examination information. With
the commencement of these trial programs, the countries and organizations which have signed PPH agreements

with Japan, following U.S.A., Germany, etc., rises to fifteen.
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Introduction to Our Firm s Service UFRDH—ERBN
Desiign Patent Support Station
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We offer high-quality service, combining know-how cultivated in a

long years of experience and analyzes competence unique to Clickghere foradetails

international patent firms.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of
intellectual property, and that the description here does not represent our legal opinion on a specific theme.
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