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Supreme Court Decision on ‘Product by Process’ Claims
TaF k- N\A-TOERIL—LIZET SmEEFIR

On June 5, 2015, the Supreme Court issued a decision in a case disputing the scope of rights regarding ‘Product

by Process’ (PBP) claims.

The IP High Court had previously issued a decision regarding the interpretation of the scope of rights in cases
where products are specified by the production process, stating that as a rule the scope should be limited to
products produced using said process. Conversely, the Supreme Court’s decision states that the scope should not
be limited by the production process, but should include products with the same structure or properties, etc. as
those produced using the specified production method. Furthermore, the decision states that the specification of
products by production process is limited to circumstances whereby the structure or properties of said products
do not allow them to be specified directly, etc. Therefore, in order to examine whether or not this particular
patent is valid, including determining whether or not the aforementioned circumstances are present, the case

has been remanded to the IP High Court.

1 eleB) HARAKENZO


http://www.harakenzo.com/
http://trademark.ip-kenzo.com/en/

‘} H ARAKENZO JAPAN

HARAKENZO Aleisletien.

INTELLECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK
INTELLECTUAL PROPERTY LAW FIRM

The Supreme Court’s decision may have numerous repercussions in the areas of examination procedures and
litigation, etc. concerning PBP claims. The JPO is currently carrying out a review of its handling of PBP claims
in examinations and trials and plans to make an announcement of the outcome at a later date.
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Introduction to OuriFirm’s Service

RCT Support Station
PCTZEE

‘ We offer high-quality service, combining know-how cultivated in a

long years of experience and analyzes competence unique to Clickghere for details

international patent firms.
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2015 Annual Patent Administration Report
P ITHE R EE2015F FE R

JPO has published its Annual Patent Administration Report for 2015.

According to the report, in fiscal 2014, 325,989 patent applications (compared to 328,436 in 2013), 7,095 utility
model applications (compared to 7,622 in 2013) and 29,738 design registration applications (compared to
31,125 in 2013) were filed, showing a slight decrease in these three areas. Conversely, there was an increase in
trademark applications, with 124,442 applications filed (compared with 117,674 in 2013). In addition there was
a slight decrease in the number of PCT applications made with the JPO as the receiving office, with 41,292
PCT applications filed (compared to 43,075 in 2013). However, despite this slight decrease the number of
applications remains at a similarly high level to previous years.

Regarding patent applications, the length of time taken between a request for examination and the first
examination notification being issued is on average 9.6 months, a large decrease from the average of 14.1
months in 2013. This marks the success of a long-term goal set in 2004. The JPO aims for the length of time
between application and right grant to be within 14 months on average, and the length of time taken between a
request for examination and the first examination notification being issued to be within 10 months on average
by 2023.
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Results of JPO Investigations into Trends in Patent Applications in
Highly-Scrutinized Technical Fields Published
FEFTICK S EEBRMAFICH T O HEEFRAERZRDOELED

The JPO has published the results of an investigation carried out into trends in patent applications in highly-
scrutinized technical fields.

14 technical fields undergoing a high degree of public scrutiny were selected as themes (hereafter: standard
themes) for the investigation, in order to show the direction of research and development that Japan should aim
for. Also, to support Japanese enterprises entering the Chinese market, the JPO conducted a further
investigation into trends in patent applications with six technical fields that are seeing a high level of activity in
China, such as railway vehicles, selected as technical themes (hereafter: China themes).

(i) Standard Themes

Artificial intelligence technologies, biomimetics, automobile engine combustion technologies, farming
technologies, disaster prevention/relief technologies, endoscopes, exercise machines, devices for minimally-
invasive medical treatment (circulatory system catheters and related devices), next-generation ocean industries,
antibody pharmaceuticals, superabsorbent polymers, non-contact electrical supply technologies, next-
generation wireless LAN transmission technologies, rare metal technologies.

(if) China Themes
Railway vehicles, harvesting/exuviation machines, air conditioning, steel materials (coverings for steel plates,
etc.), steel materials (rolled, alloy, heat-treated), power semiconductor devices.

An outline of the results of the investigations related to artificial intelligence technologies, biomimetics and
railway vehicles follows:

Artificial intelligence technologies
« Artificial intelligence technologies have improved in effectiveness in recent years owing to the study of big
data. A large number of patent applications related to big data analysis technologies have been made in Japan,
but applications for artificial intelligence technologies are few in number.
* In order to encourage the advancement of artificial intelligence technologies in Japan, it is important to
create an environment where big data can be effectively used in the study of artificial intelligence.
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Biomimetics
» There are many biomimetics patent applications related to hydrophilic and hydrophobic materials, and in
Japan there are many related to optical materials and structural color development materials.
» The main area in which biomimetics will be used in future is likely to remain materials, so it is important to
further develop technologies related to the production of fine structures.

Railway vehicles

« The market for railway vehicle bodies in China is essentially an oligopoly split between CSR Corporation
Ltd. and China CNR Corporation Ltd.

» Many patent applications for traction motor propulsion systems and carriage-form electrical drives are held
by Japanese applicants.

* It is advisable for Japan to continue to conduct research and development in areas in which it already has
predominance.
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Patent Prosecution Highway Commences Between Japan and Egypt
BAREIDTEDHFHFBEE N1V DFALE

The JPO and the Egypt Patent Office began trial operation of a Patent Prosecution Highway (PPH) between the
two offices on June 1, 2015.

As a result, a total of 32 countries and territories have begun PPHs with the JPO. The trial of this PPH with
Egypt means that applications that are judged likely to be granted patents in Japan may easily undergo
accelerated examination in Egypt at the request of the applicant.

The JPO plans to further expand the range of countries with which it operates PPHSs, together with
standardizing and simplifying the application procedures necessary between the JPO and foreign patent offices.
This highlights the JPO’s policy of supporting Japanese enterprises, etc. to allow for rapid acquisition of rights
overseas.
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Expansion of Cooperative Links between Japan and China During Patent
Trials
B AR FEHICH IT513 AEFZRDILK

On June 9, 2015, the Japan-China Patent Attorneys Exchange Meeting was held in Tokyo for the first time since
2011. Following this meeting, the Japan-China Trial Examination Specialists Meeting was also held on June 24
and 25, 2015, with the aim of promoting mutual understanding and information exchange between China and
Japan. Further, the Japan-China-Korea International Trial Examiners Conference is scheduled to be held in fall
2015.

(i) Japan-China Trial Examination Specialists Meeting

This meeting of trial examination specialists from both countries was held in Japan. A group of representatives
headed by the top members of the SIPO trial examination division came to Japan. At the meeting, the
framework was laid for future information exchange, and the latest amendments to systems, the state of
revisions and the mutual dispatch of trial examiners between both offices was discussed.

(i1) Japan-China-Korea International Trial Examiners Conference

In fall 2015, the Japan-China-Korea Trial Examination Specialists Meeting will be held in China, together with
seminars on trial examination systems, etc. aimed variously at local enterprises, people in IP-related fields etc.
The Japan-China-Korea International Trial Examiners Conference will also be held for the first time this year in
Korea. At the conference, trial examiners from each country will be able to discuss directly trial examination
practice and operations.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,

and that the description here does not represent our legal opinion on a specific theme.
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2-6, 2-CHOME-KITA, TENJINBASHI,
KITA-KU, OSAKA 530-0041, JAPAN

E-MAIL:
iplaw-osk(@harakenzo.com

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com
http://www.intellelution.com

OSAKA 2nd OFFICE

ADDRESS:

MITSUI SUMITOMO BANK
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WORLD TRADE CENTER BLDG. 21F
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JAPAN
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TELEPHONE:
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FACSIMILE: FACSIMILE:
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