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Relief Measures etc. for Deadlines Expired due to Kumamoto
Earthquake
BEAMBEOLZEIZLSHAREADRFFICELT

We would like to express our deepest condolences to all those affected by the Kumamoto earthquake of April
2016, and wish for the speedy recovery of the area and its people. To assist those affected by the earthquake, the

JPO has announced relief measures, which are outlined below.

In the case of appointed due dates such as due dates for filing arguments, etc., even if the procedure is carried
out after the due date has passed, the JPO may treat the procedure as taking effect, if deemed necessary based
on the contents of a written explanation of circumstances regarding the applicant or agent. Also, in the case of
legal due dates where it is/was not possible to carry out the required procedures in time, if each procedure is
carried out within the specific relief period for that procedure, along with the submission of a written
explanation of circumstances, the JPO may treat the procedure(s) as taking effect. However, it is important to
note that for both appointed due dates and legal due dates, whether or not relief measures are necessary is at the

JPO’s discretion.

1 netef@) HARAKENZO


http://www.harakenzo.com/
http://trademark.ip-kenzo.com/en/

\-\ARAKENZO

40th Annzversary in 2016

H THE S HIN June 2016
ARAKENZO JAPAN
INTEIYI’_ECTUAL PROPERTY LAW WORLD PATENT & TR_ADEMARK

INTELLECTUAL PROPERTY LAW FIRM

Further, procedures that are subject to the special measures in the case of designated disasters law, such as
amendments to specifications, etc., requests for examination and divisional applications, etc. may be granted an
extension of the due date if a request is filed. If so, the due date will be extended to September 30, 2016.
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The FRANCK MULLER trademark case
o022 75—BEESEHE

On May 23, 2016 the company managing the rights on the trademark "FRANCK MULLER" filed an objection
against a decision of the IP High Court. This has recently become a topic of conversation, has been handed to
the Supreme Court, and work on it is about to commence.

This case is a dispute about the invalidation of “Z5> 9 =" ("FRANK MIURA" in English ) (registered
trademark), which is a parody of "FRANCK MULLER", the name of a Swiss brand of high-end watches.

It all started when a trial for invalidation against the registered trademark "2 %2 =i&" ("FRANK MIURA"
in English )" (hereinafter "plaintiff trademark™) was requested. The JPO decided to nullify the plaintiff
trademark. When the right holder (plaintiff) of the objected trademark instituted a suit at the IP High Court to
cancel the decision of invalidation and the IP High Court decided to cancel its decision of invalidation, the side
of FRANCK MULLER filed a final appeal against the IP High Court’s decision with the Supreme Court.
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The defendant's trademarks "25>% 2a5—" (including "75>%-225—") ("FRANCK MULLER" in
English), "FRANCK MULLER" and "FRANCK MULLER REVOLUTION" are the cited trademarks for this
case. Amongst the reasons for the cancellation, the High Court passed detailed judgement especially regarding
the applicability of Art. 4(1)(11) and Art. 4(1)(15) of the Japanese Trademark law.

As to Art. 4(1)(11), the High Court acknowledged that the defendant trademarks were well-known in Japan as a
foreign luxury brand which represents the defendant merchandise at the time when the plaintiff trademark
application was filed and when it was granted registration. The High Court judged that even if both the plaintiff
trademark and "252>% 2a25—" ("FRANCK MULLER" in English) were to be used for the same or similar
goods, it would not result in a risk of confusion about the origins of the two trademarks, since (a) the plaintiff
trademark and "75>% 2a25—" ("FRANCK MULLER" in English) can be distinguished by their looks, (b)
the trademarks differ in that the plaintiff trademark brings to mind a person which is related to Japan, while "2
227 2a5—" ("FRANCK MULLER" in English) brings to mind the foreign luxury brand's goods, and c) it is
not the case that their origins can be discerned by the appellation alone. Therefore, Art. 4(1)(11) does not apply.
The same holds true for "FRANCK MULLER" and "FRANCK MULLER REVOLUTION",

As to Art. 4(1)(15), the High Court judged based on the acknowledged facts, that the article does not apply,
since there is no risk that goods such as watches for which the plaintiff trademark is used would be mistaken for
goods related to the business of a salesperson who is in a business relation with the defendant.
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Employee Inventions Policy Published
BB RBICEIT SEFHOAR

On April 22, 2016, the policy was published regarding procedures for determining “appropriate compensation”
for employee inventions, which was one of the changes to the Patent Law that came into effect on April 1, 2016.

According to the Patent Law, in cases where the employer etc. (below: the employer) acquires the right to
obtain a patent from the outset, or in cases where the right reverts to the employer from the employee(s) etc.
(below: the employee(s)), appropriate compensation must be provided. The *“appropriate compensation”
provided cannot be unreasonable. Whether or not it is unreasonable is decided comprehensively based on: (1)
discussion of the formulation of a standard by which to determine the substance of the appropriate
compensation; (2) disclosure of the standard; and (3) consideration based on hearing the opinions of the
employee.

If appropriate compensation is not determined, or if it is deemed to be unreasonable, the conditions raised in
Article 35(7) of the Patent Law will be considered, based on which the substance of appropriate compensation
will be determined.

Further, appropriate compensation can be in a form other than monetary compensation, such as stock options.

The policy regarding stages (1) (2) and (3) above is outlined below.

I.  Determining whether or not compensation is unreasonable
It is decided whether or not stages (1), (2) and (3) of the process to determine appropriate compensation
were carried out correctly. If it is deemed that they were carried out correctly, then as a rule, the contract
etc. established between the employer and the employee(s) will be respected.
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I1. (1) Circumstances of the discussion to determine a draft standard

At the stage of formulating the standard, the employer must carry out discussion with the employee(s)
to whom said standards will apply. There are no limits on the method of discussion, and discussion may
include correspondence carried out by letter or email, etc.

» Formulation of a standard is not requisite. Depending on the field of research, etc., it is also acceptable
to formulate several standards. Standards may also be set by contract or workplace regulations, etc.

* The employee(s) may select a representative, and the discussion may be carried out between said
representative and the employer.

» During the discussion, if the employer does not carry out adequate consultation, or does not seriously
respond to the opinions of the employee(s), this will act in the direction of the circumstances of the
discussion being deemed to be unreasonable.

(2) Circumstances of the disclosure of the standard(s)

» The standards must be disclosed to the employee(s) to whom they will apply. There are no limits on the
method of disclosure, and if the circumstances of the disclosure allow the employee(s) can view the
standard(s), this will act in the direction of the conditions of the disclosure being deemed to be
reasonable.

» The substance of the appropriate compensation, the terms of conferment etc. must be disclosed in
concrete terms.

(3) Circumstances of hearing opinions

» This indicates hearing the opinions (including questions, complaints etc.) of the employee(s) who
produced the designated employee invention when determining the substance of appropriate
compensation for that invention. There are no limits on the method of hearing opinions.

It can be recognized that hearing opinions was carried out if, for a determined period, a system of
receiving opinions existed and was known to the employee(s), and the employer substantially sought
the opinions of the employee(s).

» If employees working for the same employer produced a joint invention, reasonableness will be
determined individually for each of the joint inventors.

» The employer must seriously respond to the opinions of the employee(s).

* It is not required that hearing opinions be carried out until consensus is reached on the substance of the
appropriate compensation. The circumstances of hearing opinions will not be automatically deemed
unreasonable if no consensus is reached.

» Multiple opinions with the same content may be replied to collectively. However, it is necessary that
each employee receives a substantial reply.
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IP Cooperation System between Japan and Vietnam
B A — A~ LR OB 75 A S

The IP cooperation system between Japan and Vietnams is being strengthened. Based on a 2015 agreement
between the JPO and the National Office of Intellectual Property (NOIP) of Vietnam, on April 1, 2016 a trial
patent prosecution highway (PPH) was opened between the two offices. From February 26, 2016 the JPO began
adding patent data from the NOIP to its foreign patent information service, FOPISER, and from May 10, 2016
began adding Vietnamese trademark data as well. Also, in January 2016, as part of Vietnam’s Project for
Strengthening the Enforcement of Intellectual Property Rights, a training group visited the JPO. In these ways,
IP cooperation between Japan and Vietnam has advanced greatly in the first half of 2016, and a large boost is
expected for users’ convenience as a result.

BA LN NF L E QMG IERRR L STV D, 20155 ORFFT & X b AEZMAHET & OB RIS
FOE, 20164F4H 1 HICHT & DM TREFEANA U = (PPH) OFRITBAM S 47z, 2016452 H26 A6 H
ARERFFT O SNEFFFFE#RY — B X (FOPISER) | 12 M F AHFFOEHRANEM S 4L, FFESA10H 2 H I~
N AREEOFHR BN SN, £, FFEIAIES M amM iRty e =7 ho—8R & L THHER]
2N AARERFTFTIORIT Lz, 20X 9 IZ20164FR1 - b A & oadi A iERI AR E <AiEL, =—HF—~
OFMEME S REERIC E LR EZ 2 o5,

Introduction to Our Firm s Service LAY —EXBN

IR Management Consulting
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‘ We offer high-quality service, combining know-how cultivated in a

long years of experience and analyzes competence unique to Click here for details

international patent firms.
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The European Trade Mark and Design Network and the national IP
offices of all EU states publish a Common Communication for their
common practice on the graphical representation of designs
BRMNEERERVNT—0  BEDT 3714y RBICZRAHHRBERITDOLT,
EUREMETEDHEEEME AR

On April 15, 2016 the European Trade Mark and Design Network (ETMDN) and the national IP offices of all
EU states published a Common Communication for their common practice on the graphical representation of
designs

This Common Communication is the first to address the common practice of all EU states on the graphical
representation of designs. According the ETMDN, this announcement is the first milestone in the
harmonization of the design practice between all EU states and marks the start of the continuous cooperation
between all IP offices of the EU in the field of designs.

As to the content of this announcement, it sets forth, for example, the common practices indicated below:

(1) As a method for using appropriate disclaimers (the presentation of parts which are not included in the scope
of protection) for designs it is recommended to use dotted lines for their notation. If dotted lines cannot be used,
it is possible to use (i) shadings of contrasting tones of color for claimed and disclaimed part, (ii) enclosing
boundary lines to clarify the boundaries between claimed and disclaimed parts, as well as (iii) blurring.

(2) Of all the views at the time of filing an application at least one view which shows the entirety of the design
has to be submitted. Enlarged views, views which are necessary to understand the operation of an article, etc.
can be submitted if necessary.

(3) With regard to the representation of the background of designs it is specified that in order to make them
clearly understandable, attention has to be paid to their color scheme, for example, through the use of different
colors for the article of the design and for the background.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,

and that the description here does not represent our legal opinion on a specific theme.
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