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Patent Office Status Report 2017
HEFIT AT —R2ALR—F2017

The Patent Office Status Report 2017, which contains the latest statistics and policy results, has been published

by the Japan Patent Office (JPO).

The number of patent applications filed in Japan in 2016 was 318,381, and while this continues the trend of
recent years for a gradual decrease in the number of filings, when patent applications are viewed by year filed, a
trend for a growing proportion of successful registrations can be seen. From this, a continual shift in IP strategy

from volume of applications to quality of applications can be surmised. Also, 30,879 design applications and

161,859 trademark applications were filed in Japan in 2016. Both these figures are a slight increase over the

previous year. Meanwhile, the number of international applications made with Japan as the receiving office was

the highest ever in 2016, with 44,495 international applications filed.
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As the speed of international business is increasing, various enterprises are increasing their competitiveness
through progress in selection of and concentration on operations and overseas development. IP strategies are
also changing to reflect this state of intensity and globalization.
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‘ We offer high-quality service, combining know-how cultivated in a

long years of experience and analyzes competence unique to Click herefordetails
international patent firms.
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Expansion of Patent Prosecution Highways — South America
HEFEEB/NMV714 (PPH) DX REIEK ~mK~

The JPO has entered agreements to begin Patent Prosecution Highways (PPH) with the Brazil Intellectual
Property Office commencing April 1, 2017 and the Chile Intellectual Property Office commencing August 1,
2017. As a result, together with the previously-established PPH with Argentina, the JPO will have begun PPHs
with two countries in South America.

The countries of South America have abundant energy and natural resources as well as large populations
forming huge markets. In particular, many Japanese enterprises are expanding operations into Brazil, which has
the largest population and largest-scale economy in South America, and with this expansion has come a
threefold increase in patent applications in the last ten years. Quickly acquiring patent rights in these countries
has become an important issue for enterprises expanding into South America.

With these new PPH agreements, applications for which PPH with Brazil or Chile is requested will undergo
priority accelerated examination in those intellectual property offices. Brazil in particular has issues with
delayed examinations, and using the PPH should make it possible to quickly acquire patent rights, thus
contributing to smoother business development.
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Tripolar Patent Office Directors’ Meeting and Tripolar Patent Office
Directors’ Meeting with Users
EEEFTRESERVEZBEFHFTRE- 11— —%8&

On March 30, 2017, the Tripolar Patent Office Directors’ Meeting and Tripolar Patent Office Directors’
Meeting with Users were held in Spain by the JPO, United States Patent and Trademark Office and the
European Patent Office.

The main outcomes of the meetings were as follows:

(1) Harmonization of patent systems

Regarding patent system harmonization, the results of discussions continued from last year between users of
the tripolar offices were reported to the directors of the tripolar patent offices (the Tripolar Patent Office
Directors’ Meeting with Users (below, “meeting with users™)). The directors received the report, and shared
their ideas on continuing with discussions while carrying out collaboration between the tripolar offices
ahead of the User Symposium to be held in Europe in June (the Tripolar Patent Office Directors’ Meeting
(below, “directors’ meeting”)).

(2) Improvement of priority document exchange service

Regarding the electronic exchange of priority documents, due to improvements to the Digital Access
Service (DAS) for priority document exchange provided by the World Intellectual Property Organization
(WIPO), an increase in the usefulness of the system etc. has been advertised to users of the tripolar offices.
Meanwhile, the users pointed out their expectations for engagement with these matters by the offices in
future (meeting with users).

(3) Five Offices Project
On the occasion of the 10™ anniversary of cooperation between the “big five” patent offices, discussion took
place on progressing with a future revision of the Five Offices Project, and an agreement was largely
reached (directors’ meeting).

(4) Other matters
Discussions took place of the future direction of IP systems based on changes to the environment
surrounding IP, such as the “fourth industrial revolution” of recent years, exemplified by the Internet of
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Things (loT), big data and Al technology (directors’ meeting).

Receiving the results of these meetings, the JPO, through cooperation with the tripolar offices, intends to
progress with adjustments towards a global patent system that allows users in Japan and abroad to acquire
rights with great foresight at low cost.

201TAE3AB0H, AL ST, HARERFFT, KERFTRGET B L OBMNREFTIC L 2 AT EE S
BROMMRFFTRE « 2=V —2 80 SN,
ZRNCRBTDLERERIE, UTDLEY THD,

(1) Feari EEFiAn

Rl BERR AN B LT, MRSk, Eﬁl~$~#@m%ﬁff%tﬁ%;OWT SRR EFT R ICHE S
nie CEHEFTRER - 2—V—286 (UT., [RE-a2—¥—28) L)) ) . ZoHEELXZIT T, 64
K&MT%@?E@@%%%V/$V?ALW T, =T T L oo A O T\ E 2 Il
L7 EBRTFTRERS CUF. TRESEG] &vwo) ),

(2) EBIHEEEZIIRD T —EADm |

BEMEER OB FIAZHICE L, MBI AHERES (WIP0) 2Rt T 2 BEMEER O LML X T L Th D
FUOENVNT 7 AP —EZ (DAS) OWHFICL Y, 2—HF—(2 L > TOFRMEENRERICH B L2 2 & %52 53
JER =i —HF —IZPRLTz, — ., 2—F—flnbiE, S%OKITORVMAICHE, WA RShz (K

e a—F—2a) .

(3) HIF7Fay =2 MZHOWT
FHREFIT S OB BI0EFE L A 22— L LT, HIF7/ ey FORBELEAS%ED T
WS ZEIZoEEmEITV., MhAaELE (BEE2A) .

(4) =D
WHEDTT, By 7T —XCAHEMITRE SN D FINREE M L, M2 0 B RESLEZRE 27
L% OMMHIEDH D _REFEMEICOWTEmEITo72 (EESA) .

COSAORREZ T, BT, SHEGHEEL. BRAERGD L3 HERHEO 2 — P s L 5T,
lm%_kwfﬁ:xrf%ﬁéwmm%ﬂmﬁ@ﬁ B LB 2 — LT R R % bfw<kb
TWo,

5 ) HARAKENZO




40th Annzversary in 2016

FREEBEN May 2017
I IARAKENZO JAPAN
INTEll{_ECTUAL PROPERTY LAW WORLD PATENT & TR_ADEMARK

INTELLECTUAL PROPERTY LAW FIRM

Revision to Trademark Examination Guidelines
EEEEREONTE

The trademark examination guidelines have undergone a major revision in terms of both structure and content.
The examination guidelines (13™ revised edition) have been applied from April 1, 2017.

In terms of structure, headings have been added for each item, and the vocabulary has been standardized. In
terms of content, the following revisions specifically have been carried out:

Public agencies etc. (Trademark Law Article 4 Section 1 Items 1-5), plant variety reqistrations (Trademark Law

Article 4 Section 1 Item 14), and places of origin of wines etc. (Trademark Law Article 4 Section 1 Item 17)

For public agencies etc. (Trademark Law Article 4 Section 1 Items 1-5), standards of judgment regarding the
“identical or similar trademarks” stated in the law have been established. Each will be judged according to
“whether or not a trademark in its entirety would be confused with a public agency etc. from the point of view
of the public preservation that is to maintain the dignity of the public agency etc.” Also, regarding Article 4
Section 1 Item 5, there is also the point of view of “prevention of misleading as to the quality of goods or
services”.

Regarding plant variety registrations (Trademark Law Article 4 Section 1 Item 14), judgment guidelines have
been established with respect to “similar trademarks”. When making judgment, “from the point of view of not
allowing monopolization by specific individuals of the name of a registered plant variety, the relative judgment
elements of the appearance, pronunciation and notion of the trademark will be considered comprehensively.”
Regarding places of origin of wines etc. (Trademark Law Article 4 Section 1 Item 17), concrete examples of
marks that are subject to this item are given. Also, the term “which is” stated in the law will be judged by the
standard of “whether or not it is included in a formal framework.”

Public order and morality (Trademark Law Article 4 Section 1 Item 7)

The newly-established pattern for cases corresponding to this item is “if the particulars of said trademark
application are not socially appropriate etc., and to approve registration would be intolerable as it would be
counter to the intentions of public order of the trademark law.”
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It appears this pattern has been specified in the examination guidelines as it has been used increasingly in
examples of trial decisions and court judgments in recent years to judge if the item on public order and morality
is applicable.

The name of another person etc. (Trademark Law Article 4 Section 1 Item 8)

The judgment standard regarding “contains the name etc. of another person” of this item has been specified as
“whether or not the relevant section is objectively understood as the name etc. of another person, and reminds
or provokes association with said person”.

When judging whether or not “famous abbreviation thereof” of this item is applicable, it has been specified that
“from the viewpoint of protection of personal rights, the consumers of the designated products or services of the
trademark must not be the only standard”.

Judgment of whether or not “famous abbreviation thereof” of this item is applicable, the judicial example of the
Kokusai Jiyi Gakuen case (2004 (enacted) 343 case of request for cancellation of trial decision) is well-known

as the first case in which this judgement was indicated.

Judgment of trademark similarity (Trademark Law Article 4 Section 1 Item 11)

Regarding the method for judging similarity of trademarks, standards for (1) comprehensive observation in
similarity judgment; (2) method of trademark observation; and (3) attentiveness in similarity judgment have
been clearly stipulated. By clearly establishing these standards, which are based on expressions used in
trial/court judgment examples, it will be easier for users to understand them.

Controlling relationship/acknowledgment of another person (Trademark Law Article 4 Section 1 Item 11)

Regarding “a case where the cited trademark right holder is under the control of the applicant” or “a case where
the applicant is under the control of the cited trademark right holder”, it has been newly stipulated that if
evidence indicating that “the trademark right holder acknowledges the that the registration of the trademark
applied for will be received” is submitted, the reason for refusal of this item will not apply.

This item stipulates that a trademark application which has a conflicting relationship with a previously-filed
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registered trademark of another person will be excluded from registration, but until now this kind of system has
not been in place, and “assign back” (trademark applications are assigned to cited trademark right holders, and
after registration reassigned to their original applicants) has been carried out. However, as registration
procedures must be carried out twice using the assign back method, the complexity of the procedure has been
pointed out as a problem.

With the latest revision, for example in the case of a group company comprising parent company A and
subsidiary B, there is no need to carry out an assign back regarding a conflicting trademark, and instead the
reason for refusal of this item can be avoided or overcome with a simple procedure.

When the same person applies for the same trademark with the same designated goods or services (Trademark

Law Article 3)

Regarding an application for the same trademark by the same person (including cases which differ solely in
scale), if the designated goods or services are deemed identical to those of an identical trademark, it is specified
that as a rule, the later application will be issued “a notification of reasons for refusal due to contravention of
Patent Law Article 3”.

With the latest revision, the application of this Article is restricted to the following examples:

1. Cases where all specified goods and/or services of the subject application are identical to those of a
previously filed application or registered trademark:

(Example)

Goods/services of present application: Cited goods/services
‘A, B, C ‘A, B, C

*A/b, c “A/b,C

*a, b, c a, b, c

(Capital letters are general indications; small letters are individual indications)

2. Cases where the specified goods and/or services of the subject application are included in the specified
goods and/or services of a previously filed application or registered trademark (except for cases of
conceptual inclusion):
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(Example)

Goods/services of present application:
‘A, B

‘A b

“C

Cited goods/services
‘A, B, C

A, b, c

a, b, c

(Non-applicable example)

Goods/services of present application:

Cited goods/services

| May 2017
JAPAN

a - A (example of conceptual inclusion)

Also, previously it was stipulated that an application would be issued “a notification of reason for refusal due to
contravention of the matters set out in the Trademark Law.” This has now been amended to “a notification of
reasons for refusal due to contravention of Patent Law Article 3”.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,

and that the description here does not represent our legal opinion on a specific theme.
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