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On January 4, 2021, Mr. Toshihide Kasutani, Commissioner of the

Japan Patent Office, stated his sentiment for the beginning of this year.

JPO's Measures Concerning Re-Declaration of State of Emergency _ _
e EAEE S EEHICH T A ONS The summary of the sentiment is as follows.

*Due to the spread of coronavirus infection, the number of
Revisions to Trademark Act and Design Act - Imported Counterfeit
Products Will Be Confiscated Even for Personal Use

BHEOEA BEMNMEEEML SN BIEL - BEEREAN decreased significantly in April and May last year, as compared with
2019. In the latter half of last year, the number of applications for

patent/design  registration/trademark  registration  applications

design registration and trademark registration recovered to the same
Relaxation of Limit on Number of Patent Prosecution Highway
(PPH) Requests in Brazil

WEshmds N T (PPH) ODHEEEER] ~TS5 )~ continues to decrease from the previous year (2019).
» While the economy has been hit hard by the spread of the new

level as the previous year (2019), but the number of patent applications

coronavirus infection, utilization of remote systems and digitization are

EgpyrighEtSystem and Related P°|iCi;§ in Digita‘l Age accelerating, and innovation is becoming more important.
S S = = == N

7V R2IVEBRICEIT SE(FERIE - FERBERDIEY 75 « In order to digitize all application procedures, we plan to formulate a
digitalization promotion plan for application procedures, etc. by March

this year. We will also consider making oral hearings online.
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* The Basic Issues Subcommittee, which was established in October last
year, will consider the industrial property rights system and policies
suitable for the new era.

» To support innovation, we maintain and promote the examination
processes while continuing to work on improving the quality of
examinations. In particular, with regard to trademark registration
applications, as the number of applications increases, the average
period until acquisition of rights tends to be extended. In order to
handle this problem, the examination system will be strengthened by,
for example, hiring assistant examiners with a fixed term.

» We work to disseminate the contents of the revision of the Design Act,
which contributes to the creation of innovation and the creation of
corporate brand value.

* We promote the IP mix for multi-faceted intellectual property rights
by conducting the "Collective Examinations for IP Portfolio Supporting
Business Strategy" with which examinations and grant of rights are

made in accordance with the time of business development across fields.

» We will continue to provide strong support to startups and small and
medium enterprises, which are important players in creating innovation.
* We expand global networks such as Patent Prosecution Highway
(PPH) to support users' global business activities.

From the sentiment, the general direction of the JPO this year can be
understood.

Although the number of patent applications has decreased significantly
in the current corona related crisis, we deem it useful to file applications
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strategically on the basis of the idea that the applications are

investments for the future.
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JPO's Measures Concerning Re-Declaration of State of Emergency
RREREEERBICHT SFEFTOX

In response to the second declaration of the state of emergency in the
Tokyo metropolitan area on January 7, 2021, the JPO will take the

following measures.

(1) Suspension of reception of applications, etc. at the office in principle
From January 12, 2021, reception of applications, etc. at the JPO will be

suspended in principle.

* When fling applications by mail, the following should be noted.

(i) Strict management of procedures to which the principle of arrival is
applied (e.g., applications for international registration under Madrid
Protocol, etc.).

(i) Considering the possibilities of confusion at the office and delayed
delivery due to postal irregularities.

(2) Teleworking by the JPO staff
It is expected that many JPO staff members, including examiners and
appeal/trial examiners, will be teleworking.

* It may be difficult to get the JPO staff members to respond
immediately after contact/consultation, so it is necessary to have
sufficient time to take courses of action. Particular attention should be
paid to cases with due dates (e.g., response to notifications of reasons
for refusal, various appeal/trial cases, etc.)
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Revisions to Trademark Act and Design Act — Imported Counterfeit
Products Will Be Confiscated Even for Personal Use
BimOmA BAFLAENE RN EiEE - BEEESEN

On January 16, 2021, the Japan Patent Office (JPO) decided a strategy
of revising the Trademark Act and the Design Act in order to strengthen
the restrictions on the import of counterfeit products such as fake brand
products. This strategy was prepared in consideration of the present
circumferences where mail-order sales via the Internet have been widely
spreading, and not only imports by business importers but also imports
by individuals directly from overseas entrepreneurs have been
increasing rapidly. After the revision, counterfeit products intended for
personal use will also be confiscated by customs. The relevant
ministries and agencies such as the JPO and the Ministry of Finance will
compile a draft revision to the related laws and aim to submit it to the

ordinary Diet session next year.

Under the current law, if a domestic importer imports a counterfeit
product from an overseas entrepreneur, it will be a trademark
infringement and can be stopped at the water's edge. On the other hand,
if an individual imports a counterfeit product from an overseas
entrepreneur for his/her own use, it will not be considered as a
trademark infringement and so cannot be stopped. It is considered that
some business importers abuse this and import counterfeit products by

pretending to be individuals.

According to the reported strategy, importing counterfeit products from

overseas entrepreneurs will be considered as an infringement to
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trademarks etc. regardless of the purpose of imports, which will enable
customs to confiscate the counterfeit products. On the other hand,
individuals who purchase counterfeit products are expected to be

exempt from penalties as with the current law.
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Relaxation of Limit on Number of Patent Prosecution Highway
(PPH) Requests in Brazil
FEFEE/N\17 T4 (PPH) OHEEEN ~T5 T )b~

Brazil, which enjoys the largest economy and population in South
America, has been attracting many Japanese companies developing
their business. This has resulted in sharp rise in the number of patent
applications filed by the Japanese companies in Brazil in the last ten
years or so. Meanwhile, the National Institute of Industrial Property of
Brazil (INPI) requires about 6 years on average to conduct patent
examination procedures to issue the final results of the examination,

which has been a serious problem.

In this situation, the Japanese Patent Office (JPO) started a Patent
Prosecution Highway (PPH) pilot program with the INPI on April 1,
2017, and has achieved certain outcomes (Use of the PPH pilot program
has significantly reduced the patent examination period required by the

INPI (to about 6 months on average)).

Recently, the limitation on the number of PPH requests accepted by the
INPI has been further relaxed. The outline of the relaxation is as follows
(This relaxation is applied to applications filed on and after January 1,
2021):

(1) Relaxation of limitation on total number of requests:

The total number of PPH requests has been increased to 600
requests/year (150 requests/year for each IPC section) (previously, the
limit on the total number was 400 requests/year (100 requests/year for
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each IPC section))

(2) Relaxation of limitation on number of requests per applicant:

The number of PPH requests per applicant has been increased to one
request/week (previously, the limit on the number was one
request/month).

(3) Relaxation of restriction on first application:

In the case of a PPH request based on the JPO's examination results, the
PPH request is available if the first application has been filed in Brazil or
any other country implementing a PPH (previously, the PPH request
was available only if the first application was filed in Japan or Brazil).

This relaxation of the limitation on the number of PPH requests is
expected to work well for the development of business in Brazil.
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Copyright System and Related Policies in Digital Age
T I ZIERICEIT 2EFEHIE - BEBERDOEY A

On January 12, 2021, the fifth task force on examination of copyright
system and related policies in the digital age was held at the Concept
Committee of the Intellectual Property Strategy Headquarters.
Discussions were made on facilitating the processing of rights for the
distribution of audio and video contents and facilitating the use of
copyrighted works.

(Refer to the URL below for the proceedings and various reference

materials)

The following are listed as issues based on the past four meetings (parts
of the issues are excerpted).

» [t is becoming easier to copy, modify, edit, and spread contents. Under
such circumstances, it is at issue how to balance the perspective that
intellectual properties will have higher values by being used and the
perspective that how the intentions of authors etc. are esteemed in
terms of use of the intellectual properties.

» With the spread of new corona virus infection as a trigger, the need
for facilitating the distribution of digital contents is increasing. How the
copyright system is to be reviewed in term of digital transformation
(DX)?

* When using copyrighted works, how to return compensation as

appropriate as possible to authors etc. (as a premise, it is necessary to
provide the authors etc. as appropriate with information on the
situation of use). Will the regulation by acts other than the Copyright
Act, such as the Subcontract Act, be effective?

The revised Copyright Act stipulates measures for smooth use of
copyrighted works (e.g. stipulation on objects that are captured
incidentally).

* Reference URL
https://www.kantei.go.jp/ip/singi/titeki2/tyousakai/kousou/digital ken
tou_tf/dai5/gijisidai.html
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Introduction to Our Firm's Service LRDY—EREN

Patent Opposition
(#) BEHRIET

We provide services of the highest standard by combining expert knowledge

—cultivated through decades of experience— with unique analytical Click here for.details
capabilities that only a large-scale international IP firm can offer.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general
information on the field of intellectual property, and that the description
here does not represent our legal opinion on a specific theme.

Below are links to further IP information.

Please visit our facebook pages below.

, i loT X Al
BIO IP Information | | DX, IT IP Information Support Station
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Food & Medical Major & Emerging
SUPE,f.'ﬂ"si?t.on Economic Powers TPP IP Chapter

QurjlegallStrategy/DepartmentionjFacebook
EB MR EBFacebooks

Your Leg_EI Strategy Departmenls based in Osaka and Tokyo provideﬁhfo‘rmation‘_
f_ on trademark applications, deS|gn applications, combating counterfeit goods
S etc.via Facebook Please view our Facebook pagefor more details. jq
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HARAKENZO WORLD PATENT & TRADEMARK
EF A AHARAKENZO WORLD PATENT & TRADEMARK

Our Hiroshima Office's Facebook page provides useful services for
Hiroshima prefecture and the rest of the Chugoku and Shikoku regions,
with constant IP information updates. Please find us on Facebook.

ILEE#PrDFacebooklc T LERAEEE. AHEE MG O EKIEIC i
BRLELNAHNHEEERERELTHYET. FUCEEEEL. §

Moresinformationg it iS55

HARAKENZO WORLD PATENT & TRADEMARK HIROSHIMA OFFICE

1S5F ¥ EAHARAKENZO WORLD PATENT & TRADEMARK BB
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