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Relaxation of Procedures for Applying

Exceptions to Lack of Novelty of

Designs Discussed
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500 Million Yen in Damages Awarded as Requested in Trial against
YouTube Posters of "Fast Movies"
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MAFF to Establish Organization to Prevent Unauthorized Cultivation
of Brand Varieties Overseas
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Relaxation of Procedures for Applying Exceptions to Lack
of Novelty of Designs Discussed
BEDFHRERROFANEEDERAFHOEMICOVTEITENS

On December 9, 2022, a handout from the 15th meeting of the Design System
Subcommittee, "Review of the Design System Concerning Procedures for
Applying Exceptions to Lack of Novelty (Draft),” was published on the JPO
website. It appears that the committee discussed relaxation of the procedures for

Srl b, BEHEOTHREE ZEEIOSA TV FIFETISVWETOT, & applying exceptions to lack of novelty.
FEHOIEE, IR EALSBBWE L BT ET,
The following is a brief explanation of the contents of the study in the handout.
(Excerpts from "Review of the Design System Concerning Procedures for
20234 (AISHE) 1H1H Applying Exceptions to Lack of Novelty (Draft)™)
SR fEL R G
g gL AE R (1) Issues with the current system
In order to apply the exception to lack of novelty, it is necessary to take
procedures for all published designs. However, it is difficult to manage and grasp

all published facts for the following reasons.

(i) In design development, many variations of a design are created at the same
time from a single concept.

(if) Since a design is the appearance of an article, many similar designs are
published in marketing and product PR before the application is filed.

(iii) In recent years, the way of publishing products has become more diverse and
complex. For example, sales and advertisement of products have been widely
conducted through multiple e-commerce sites and SNS, and, there have appeared
advertisements which publish fragmentary information about products before
their release to attract viewers' interest.
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(iv) Small and medium-sized enterprises (SMEs) have been employing the way
of publicly disclosing designs and soliciting investments e.g. via crowdfunding
before deciding on the commercialization of products, and contract
manufacturing/joint development to complete products in collaboration with
outside partners and consumers, increasing opportunities for public disclosure of
the products during their developments.

For the above reasons, it is a heavy burden for applicants to prepare a certificate
for exception to lack of novelty covering all published designs within 30 days of
filing an application, and there are many cases where the decision of refusal is
issued for lack of novelty etc. based on a published design that was not covered
by the certificate. In fact, out of approximately 30,000 design registration
applications filed in 2021, 158 applications were rejected because the published
designs were not covered by the certificate for exception to lack of novelty,
although the document and certificate for exception to lack of novelty had been
submitted at the time of filing.

(2) Consideration of specific way to address the issue

The way to address the issue proposed by the Subcommittee is that, based on a
certificate for the earliest publication which was submitted within the statutory
period (30 days from the filing of the application), the exception to lack of
novelty would apply to identical or similar designs published thereafter as a
result of an act of a person entitled to obtain a design registration, etc., provided
that the following conditions are met.

(i) The design must have become publicly known as a result of the acts of the
person entitled to obtain a design registration (publication in the Gazette is

excluded as before).

(ii) The design must have been published on or after the date of publication of
the design proved by the certificate submitted within the statutory period.

(iii) The design must be identical or similar to the design proved by the
certificate submitted within the statutory period (separate proof is required for
dissimilar designs: to avoid reasons for refusal such as creative difficulty).

Thus, the submission of a certificate for the earliest published design will allow
the exception to lack of novelty to be applied to a published design other than the
design described in the submitted certificate if the prescribed conditions are met,
to the extent that the foreseeability etc. of a third party is not impaired. We are
going to pay attention to how the revision proposed by the Subcommittee will
proceed.
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On November 17, the Tokyo District Court finalized a judgment in a lawsuit Bt & MWMEEFT AT L > THET-YouTube D IR E I 2700 5 I FLE Chh o722 &
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transmit to the public) as they colluded in the creation of 10 to 15-minute videos 7.

seeking compensation for damages filed by 13 companies, including film
production and distribution companies, against a man and a woman who
uploaded "fast movies" to YouTube. The defendants were ordered to pay 500

which reveal the story of 54 works of the plaintiffs, including "Shin Godzilla"
and "DEATH NOTE", and posting them on YouTube without permission.

This is the first judicial decision on a claim for damages from "fast movies".
Considering that the defendants gained only about 7 million yen in advertising
revenue from YouTube as a result of their infringement, this judgement is likely
to serve as a sufficient deterrent in the future.

In addition, on December 5 the Agency for Cultural Affairs presented a draft
proposal for amending the Copyright Act to an expert committee which allows
the addition of an amount equivalent to the license fee based on copyright
infringement to the amount of damages claimed. The move to an increase in the
amounts of damages due to copyright infringement is gaining speed and the final
draft is expected to be compiled by the end of the fiscal year.
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MAFF to Establish Organization to Prevent Unauthorized
Cultivation of Brand Varieties Overseas

BMWKEH. 75 FRE0BEN TOEMEIEHLEDHEBEORIIN

There is an ongoing series of cases in which brand varieties of agricultural
products developed in Japan have been cultivated overseas without permission.

The Ministry of Agriculture, Forestry and Fisheries (MAFF), in cooperation with
others such as the National Agriculture and Food Research Organization
(NARO), a national research institute, will establish an organization that will
centrally handle matters to prevent such cultivation.

The Plant Variety Protection and Seed Act, which was revised in 2021, regulates
the unauthorized export of seeds and seedlings overseas. However, registration
of plant varieties in other countries, in order prevent the unauthorized cultivation
of varieties overseas, places a heavy burden on prefectures and enterprises that
have developed those brands, and it has been difficult to establish a system to
deal with this matter.

In order to solve this problem, MAFF will establish an organization in
cooperation with NARO and prefectures, etc. that will centrally handle matters
such as collecting usage fees from authorized cultivators overseas.

Work is expected to begin regarding some varieties in FY 2023, and we will
watch the progress of the project closely.
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Please visit our facebook pages and our twitter account below.
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our offices in Osaka, Tokyo, Hiroshima, and Nagoya.
On this page, we publlsh avariety of mformatlon such as the Iatest-developme

Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general
information on the field of intellectual property, and that the description here
does not represent our legal opinion on a specific theme.

HARAKENZO WORLD PATENT & TRADEMARK
FE+EA HARAKENZO WORLD PATENT & TRADEMARK

Below are links to further IP information.

Our Twitter Account

BIO IP Information
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TPP IP Chapter
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